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L. INTRODUCTION

The Computer Software Committee of the American Intellectual

y Law Association (AIPLA) formed an ad hoc subcommittee in

the fall of 1988 to study the patent/copyright interface for computer

programs. Because compuler programs are patentable and

copyrightable,' difficult questions are arising about which aspects of

computer programs can be protected by which law, and to what extent

(if at all) the subject matters of the two laws overlap.! The AIPLA Ad

Hoc Subcommittee seeks 10 aid in the clarification and resolution of
some of these difficult questions.

In order to begin addressing these issues, the subcommittee chairs
decided to survey the views of its members on a set of issues relevant to
its charter. This Article reports the author's analysis of the results of this
survnr.i'f‘huurveywnsin Hadwiu!wilhwhichtoinformthe
subcommittee members about the degree of consensus that existed
among them about the degree of protection that is (or ought to be)
accorded to computer brmwrishtandpatcmlaw,andth:
nature of the relationship between patent and copyright protection for
computer programs.*

The survey had four basic parts. Accordingly, this report is divided
into four sections, each reporting on the responding subcommittee

. Compuoter program-related inventions can be claimed as new “processes’” OF “machines”
under 35 US.C. § 101 (1982). See Diamond v, Diehr, 450 U5, 175 (1981), Compuier
ms were explicitly made part of the subject matter of copyright law in 1980, See Pub.

L Mo, 96-517, 94 Stm. 3007 {1980) codified at 17 US.C. 5§ 101, 11T (1982)).

2 Alihough there is now a considerable body of law review literature both on patent
profection for compuler ms and on ight protection for computcer PrOgrams.
there has been, until this special issue of the AlPLA Journal, relatively litilein the literaiure
discussing patent and copyright -on in a coordinated mannes. One nolable excep-
tion is Maier, Soffware Protection - [ntegrating Fatent, Copyright, and Trade Secrel Law, 28
Idea 1311967) For a report on the vicvl-nl'lhmtml.h:uminm‘fm field about the extent
of patent and copyright protection that they think is appropriate, see Samevelson &
Glushko, Comparing the Views of Lawyers and User Interface Designers on the Saftware
Copyright "Look and Feel" Lawsuits, 301 Jurimetrics J. — (forthcoming 1989).

L The siatement of issues and survey form sent oul 10 the subcommitiee members can hie
found in Appendix A.

4 There were 44 members on the ad hoe subcommitice at the time of the first mailing of the
survey 1o the subcommuiles membership. Those subcommitiee members who did not
respond 1o the first mailing of the survey were sent a second copy of the survey along with a
Jetier imploring ther participation in the survey. Eventually twenty-six members of the
subcommitiee responded 1o the survey, and it is these twenly-six survey Tesponses on
which this report is Ahﬂlhelulhwuflhismpbﬂhddnn:hudnuuﬂwhnﬂ.hmu
survey responscs, she received some additional survey responses from a couple of people
who were nol Se7ving on {he commitiee, bul were interested in the problems the survey
addressed their completed survey angwers. These respondents’ views were consistent with
ihe views of other subcommittee members, Because of their late arrival and the fnct that
they came from persons not on {he commiliee, these respondents’ views are not included
in this report. However, it is worth noting that these additional responses were consistent
with the results reporied here on the survey.
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members’ views about the set of issues set forth in that section of the
survey. Part 1 will report on their views about whether or 10 what extent
the subject matters of utility patent and copyright law are mutually

! they think flow from that exclusivity or
overlap asit affects their understanding of the protection available under
each law. Part 11 will report on the survey respondents’ views aboul
whichaspmﬂufmmwlﬁmfwmmmmmhtmhcpmmaﬂchy
patent, copyright, both, either depending on some factor, or neither. The
survey broke down computer software into component aspecls (such as
code, structure, and user interfaces) with instructions to say whether {or
{o what extent) each is or ought to be protectable under current intellec-
tual property law. Part 111 will report on how the responding subcommit-
tee members view such things as compatibility, efficiency, and
standardization, as they affect the scope of copyright protection for
computer programs. Part 1V will report on the members’ views about
whether the existing copyright and patent systems adequately protect
computer or whether some legislative change would be desir-
able to improve the current schema for intellectual property protection
of computer programs.

This survey report does not purport to be anything more than an
informational device. In particular, it does not claim that the survey
results it reports are the same as would have been found had a represen-
tative sampling been made of the views of intellectual property lawyers
as a whole under scientific principles of sampling and statisti analysis.
hhhuushthesunﬂsamplniu ontwrt,lik:thesiz:uhhn:

remarkable what diversity of views is reflected in even this sample, and
the author believes that the survey results reported here are at least one
useful datapoint (and at present. probably the best datapoint we have)
from which to begin 10 understand the complex relationship between
patent and copyright protection for computer programs.

In brief, the survey results show the following things: There is substan-
tial consensus that there is a significant degree of exclusivity between
patent and copyright law. Every one of the survey responses contained
some statements indicating a significant differentiation in the roles of
patent and copyright in the protection of computer programs. There is,
however, a deep split within the respondent group on the issue of
whether the two laws are completely mutually exclusive or overlap to
some degree, as well as disagreement among those who think the laws
overlap as to how much overlap exists.

As to the protectability of particular aspects of computer programs,
the majority of the 26 survey respondents thought that source and object
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copyright, that functionalities Were pro- the survey responses contained sOme statement indicating a belief that
cndl: ct:;;:ﬁmmdmp;mn:lﬁ that fu!:diunal parts of user interfaces there was sOmE significant degree of exclusivity between the two laws as
Lh mupr):;mmgdby pnwntanduprﬂﬁive pamwmpyﬂlm-ﬂnthr {o what they might protect. As will be seen more clearly from the next
pmwcto“ ion of structure algorithms. and performance ¢ isti section of this report. which will discuss the respondents’ VIEWS about
thmwmnnmainﬁw ui'opiniﬂnubcrutwhichlaw{ifanﬂpmtmﬁwhlch what aspects of software Were pguwctaghlt by each law, there was no
thing. . consensus among the believers 10 subject matter overlap about how
was some consensus that compatibility and suftw;:;nﬁmﬂ- substantial the degree of overlap 15-
h ldhawsumneﬂ‘actu of copyright protec” , iR
:ﬁ,ﬁmﬁ:u:: prommmwmmmwnsenwuwmmc:fmtuf A. Subject Matter Exclusivily in ueners:
efficiency an“’*““d"“ "‘“W:‘"ﬂ‘ and market The first question 18 this section of the survey inquired about the
ndantawmnbﬂ“;::s or :lfamﬂns thensuuﬂf'fﬂ}’ Ldents Was su!y_:nmmhtec members Views as 1o whether the subject matters
The wonﬂﬁmﬂ;ﬂ;ﬂmﬁwmnﬁnmw accom ml ) uda“ Em omputer utility patent and copyright 10 general were m}uuaﬂy exclusive, Or
expressed as 1© wrpght ™ pammmdm : 1mmnﬂuﬂfnﬂh¢ whether they mrcﬂapped Fleven of the twenty-siX (43 percent) of the
m[twa:gwlttﬂn existng . m"'“!'h L jegislative respondents said that they regarded the subject matters of patent an
time being. thu‘:duﬂ ﬂ;ﬂ w0 clarify some fthe law Of copyright law as completely mutually exclusive None of them, how-
action that Wo clarif aspect ever, interpreted this 10 mean that computer programs could be pro-
o change current rules. only by ﬂﬂp!nsht or pﬂ'[ﬂﬂi';:'w: Ral 3 m‘-ﬂeﬂ uﬂ-'l;!‘j'nsht
and patent laws as having certain mains in which could operate
1L EXCLUSIVITY OR OVERLAP OF THE SUBJECT MATTERS inthe pmtectiuu ﬂfmrnputﬁwosﬁm each law being the only applica-
OF COPYRIGHT AND UTILITY PATENT LAW IN ble law wi thin that o posr
GENERAL Fifteen respondents to the survey (57 pcrpem} thought that there ;:;
: ; sheir v on what some .dw“ of overlap between the subject maters of patent ar
mfurs{mns e wm‘rn?ﬁ memwmhbmﬁ;;mm{ or copyright of copyright, yet they also ptmcwed tt;ure 10 be some degree of _emlumvu;y
pecsol ompu e advise 10 8 L2 utent FCOPT el petween g prcied et 0% o overlap
n ' - ween the two 1aws, that virtually aspects 0 programs were
wxﬁﬂ q:;":ﬁ:;’r :ﬁ;&ﬂﬁ“ﬂ copyright 1aw mutuslly protectable h',r:\oth laws (so long s ﬂﬂﬁ rt?q.,::i-emﬂnts of :;npmhty. etc.
[ . were met), and even these persons 11 found some €XC usivity.
between the su matters of . !
mgvtﬁﬁf‘lﬁ:::f ;:f::“:: nwdlm E series of aaﬂhm questions- the subject matter overlap persons, for example, exprcswd the view that
One was whether the laws had ever been Tutually exclusive, and if they o ‘“"‘““”“Y‘;‘;““’““E‘““"‘“;" o § 102 o
b il was whetl 1o theextent E:Idu frFm} the reach copyright under 17USC. § 102 (b), but
mw"““hﬂ‘h‘s - usivity ceased. ol 10 clect 28 between included within patent’s SCOPE: Another subject matter overlap person
there v;:s overlap ;:e E:Ohuﬁt mﬂ““bm:’m - ime. Yet an ther Was said he favored letting the law evolve to define the overlap and its
them, “‘hﬁﬂlﬁl p i . co CeS.
whether as 10 overlap subject matters, it was ble t0 get ght nsequences
jon for something that was Fam““me put failed for s0me reason 1. Reasons Given for. Exclusivity
(such as lack of invention alify for patent protection. and then
whether they perceived {here to be any policy conflict if there was both Baker v. Selden;’ the exclusion of «process” from protection by
-oht and patent ion for the same creation. copyright in section 102(6)° and its inclusion in the subject matter of
More forty percent of the twenty-sit survey gpondents T
cled  belief that PALCTS rght were COmPICE e T e ——
exclusive of each other in rerms of ttmtrimmect matters. Close 1© sixty . C.§ 102 (6) (1982). This POVRCL Bl s

an original work of authorship extend 1o any ided. procedurt, process. -,w.m,nnumd of
jom, concepl. iple, of discovery, Ttllﬂ“slilﬂ'.'hl form in which it s described.
- werlan as to these jaws subject matter. Howevet, each and every one of explained, illuswrated. Of embadied in such work.
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patent law,” and the «useful article” doctrine of copyright law (which
excludes such articles from the subject matter of copyright)® were the
most frequently cited sources of support for regarding the subject mat-
ters of copyright and patent to be mutually exclusive. One commentator
pointed to statements from Baker v. Selden indicating that subject
matters protectable by utility patents are outside the scope of copyright.
A second echoed that Baker v. Selden says that the “useful arts” are the
subject matter of utility patent law, not copyright, and likened a com-
puter program to a blueprint which copyright might protect, and likened
its functional aspects to useful articles which are excluded from
copyright but included in the patent domain. A third respondent
regarded “utility” or “functionality” as the boundary line between the
subject matters of patent and copyright law, as Congress has intended
the laws to operate. Yet another said the exclusivity was clear from the
subject matter provisions of each law.

One survey respondent quite eloquently expressed his view that
exclusivity arose not just from the statute but from the Constitution® as
well:

“The distinction between utility patent and copyright protection
is to be found, in my view, . .. in the constitutional and statutory
distinctions between *‘writings’ of ‘authors,” on the one hand, and
‘inventors’ and ‘inventions,” on the other.

“The respective statutory terms are ‘works of authorship,” for
copyright, and ‘process, machine, manufacture, or composition of
matter,” for patents. In one of these categories — processes — the
separation between patent and copyright is clear. Processes are
expressly eligible for patent protection under 35 US.C. § 101;
processes are expressly ineligible for copyright protection under 17
U.S.C. § 102(b).

“The remaining patent subject matters — invented or dis-
covered machines, manufactures, or compositions of matter —
differ from works of authorship, in my view, in the nature of the

7. 15 LL.S.C. § 101 (1982) provides: “Whoever invents or discovers any new and useful
_machine, manufaciure, or Composilion of matter, or any new and useful improve-
ment thereof, may obtain a patent thercfor, subject to the conditions and requirements of

this vitle.”

8. 17U 8.C.§ 101 {1982} (definition of“useful articie™). The definition of *piciorial, graphic,
and sculptural works,” which is also found in § 101, refers 1o “useful articles™ and makes
them unprotectable by copyright. Many of the things which would be excluded from
copyright under this provision are protectable by patent law as “machines” of “manu-
factures.”

9. U5, Constitution, Art. 1, § 8, cl. B provides Congress with the power “lo promote the
progress of science and the useful ans, by securing for limited times 1o authors and
inventors the exclusive right to their respective writings and discoveries.”
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creative processes which bring them into existence. Compositions
of matter, for example, typically result from combining physical
elements, as in chemical experiments. This is creative — inventive
— activity, but has not traditionally been thought of as
‘authorship.’ The same kind of distinction can be drawn, | believe,
between ‘authorship’ of ‘works’ and the ‘invention’ of ‘machines’
and ‘manufactures.’ Works of authorship are ‘written’ by ‘authors;’
patentable inventions are ‘invented’ or ‘discovered’ by ‘inventors.’

“Courts have avoided overlap between utility patent and
copyright protection in the past through appropriate interpretation
of the nouns in the definition of patentable subject matter. For
example, there is an old rule that ‘printed matter’ as such is not
patentable. . . . According to Chisum, the courts have in general
construed the term ‘manufacture’ in 35 U.S.C. § 101 in such a way
as to exclude from it ‘printed matter’ that would constitute ‘writ-
ings’ in a copyright sense.”

Several others who regarded the subject matters of patent and
copyright to be mutually exclusive made more general statements to the
effect that patent was available to protect much that copyright law
regarded as ideas, and copyright was available to protect expressions of
ideas. A few others commented that there had been some confusion
about the issue recently as regards computer programs, but that the laws
really were exclusive.

2. Reasons Given for Nonexclusivity

There was some diversity of opinion among those who regarded
patent and copyright law as not being entirely mutually exclusive. One
of these respondents observed: “The basic concepts of patents and
copyrights were never exclusive but throughout the history of this coun-
try, they were implemented in an exclusive manner.” Another said that
the subject matters of the two laws may overlap to some degree, although
usually being distinguishable. Several others regarded the subject mat-
ters of patent and copyright law as not entirely exclusive, but did not
elaborate more on their answers. Still another said that the two laws are
generally designed to protect different creative contributions, and in
some areas they overlap.

Computer programs figured prominently in several other explana-
tions of subiect matter overlap. One survey respondent said he thought
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patent and copyright had been exclusive until computer programs had
come along. explained his view on subject matter overlap by
observing that the Whelan decision'? had said that structure, sequence,
and organization of computer programs was protectable by copyright,
thereby extending the scope of copyright protection to that which patent
was suited to protect, that is, to functionality and general concepts
underlying a program.- 5till another gave computer programs and *“pop-
up” books as examples of subject matter overlaps between patent and
copyright.

One survey nt took pains 10 offer alternative definitions to
the term “subject matter” in answering this of the survey, saying
that if “subject matter” meant “software,” then no, he did not regard the
laws as mutually exclusive, but if “subject matter” meant “process” (as
in 35 US.C.§ 101 and 17 U.S.C. § 102(b)) and wexpression,” then yes,
they were exclusive. (Ordinarily, such a response would have been
grouped with the exclusivity believers; but because this respondent
answered “both, butit depends” in answer to the section applying patent
and copyright 10 particular aspects of software, his response on
exclusivity seems more a jately characterized as one indicating
that the two laws are not entirely exclusive.)

B. When Did Patent and Copyright Cease to Become Exclusive (Or
Were They Always Overlapping in Subject Matter)?

The advent of computer programs was the most frequently cited
explanation in answer {0 the question asked of the believers in overlap as
to when patent and copyright had ceased to be exclusive. Five
respondents pointed 10 computer programs as the development that
signaled the end of exclusivity of the subject matiers of patent and
copyright law.

Two other respondents pointed o the Yardley decision'! (which held
that someone was not precluded from obtaining design patent protec-
tion furndesignwhichhndbunmpyﬁshted]usignalingth:md of
subject matter exclusivity for patent and copyright. Another commen-
tator looked 1o the earlier Supreme Court decision in MazerV. Stein'? as
the first sign of nonexclusivity, for it held that artistic aspects of useful
articles might be protectable by copyright, without regard 10 whether
they might be eligible for design patent protection.

10. Whelan Associates, Inc. v. Jaslow Dental Laboratories, Inc., 797 F.2d4 1222(3d Cir. 1986).
cert. denied, 479 uU.S. 1031 (1987).

11.  InreYardley, 493 F.2d 1389 (CC.PA 1974).

12.  347U.8.201 (1954).
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Two other survey respondents questioned whether Yardley and
Mazer v. Stein were relevant to the issue of subject matter overlap for
copyright and utility patent law, since both decisions involve design
patents and copyright, where there is moic ground for finding subject
maiter overlap because ofthe “grnamentality”"” requirement for design
patent protection.

One other respondent identified the 1976 Copyright Act'® as the point
at which the two laws had ceased to be exclusive. Some respondents
indicated that the two laws had never been exclusive without making
other comments. And one said that he wasn’t sure and that it would take
a study of what had been copyrighted and what had been patented to
answer the question.

C. Consequences of Subject Matter Overlap

Only one of those who thought there was some degree of subject
matter overlap for patent and copyright law favored the notion that
someone would have to “elect” as between these forms of protection as
to matters within the overlap area. One commentator said that the
subject matter 10 be protected and the scope of protection desired
dictated whether one should select one, the other or both. This same
commentator pointed out that it was not necessary to “elect” copyright
protection, for it arose automati operation of law. Three others
said clection wasn't necessary because the two laws offered different
types of protection. One pointed out that peither patent nor copyright
law required election, and if Congress had wished 1o require it, Congress
could have put itin the statute.

Given the response to the election question, it is not surprising that a
majority of the believers in subject matter overlap thought that
copyright protection could be asserted to a feature that might be
patentable subject matter, but that for some reason (such as lack of
invention) did not qualify for patent protection. One commentator said
that the existence of copyright protection dzpendedanwhnhﬂthething
was an original work of authorship, not upon whether patent protection
might be available for it. Another respondent said that the more protec-
tion there was, the greater the incentives o be creative.

Three others said that the scope of protection offered by each law was
different to explain their answer to this part of the survey. Two others

e pre——

13, Compare 35 US.C. § 171 (1982) (design patent subject matter provision requiring an

“grnamental design™) and 35U.S.C.§101 (utility patent subject matter provision requir-
ing “useful” qualities of a work)

14, 1TUSC 8 101, et seq. (1982).
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differentiated between the functional parts which patent law might
protectand expressive parts which copyright law might protect (seeming
to signal some exclusivity in the roles for each law).
i hether there was any policy conflict if both copyright
and patent protection was available for the same creative work, there
} people. Four of the
overlap proponents thought there was some policy conflict presented by
concurrent protection by copyright and patent. One of these four
pointed 10 the different lengths of protection afforded by each law. A
second said that there was a policy conflict in some instances, but not in
all. A third said that in mmwtherhuamupolicy conflict, butin practice
there was a policy conflict because copyright had been given such an
expansive interpretation that it had *“sloshed over” into the patent
realm. A fourth said that when copyright protection extends as far asin
Whelan,'* there was a policy conflict, but that if the scope of copyright
was properly limited, there would be no policy conflict.
S:vcmiothmsﬂughl to explain why they thought there was no policy
conflict by talking about the differences in scope of protection offered by
each law, and on differences in the roles of patent and copyright in the
jon of innovation. One gaid there was no policy conflict as long as
the scope of protection granted by the courts reflects different creative
contributions required to get each protection (i.e., Was original
expression being protected, or a new and unobvious functional com-
respondent explained that patent and copynght
offered different types of protection 10 different aspects of the same
work, and also said that he didn’t think Whelan could be stretched 1o the

right cases had, for equitable reasons, extended copyright

ing that patent pr
respondent believed that once the domain of patent law for software
inventions was recognized, courts would see that extension of copyright
to functional aspects of programs was not NeCcessary.

One respondent thought that there was nothing wrong with overlap-
ping protection under two independent laws, giving as an example
copyright and trade secret law protection.

[iL. ASSIGNING COPYRIGHT OR PATENT PROTECT ION TO
PARTICULAR ASPECTS OF COMPUTER PROGRAMS

As an aid to understanding with more particularity how the AIPLA
subcommittee members conceived of the proper domains of patent and

15. Whelan Associates, Inc. v. Jastow Dental Laboratories, Inc., 797 F.2d 1222 (3d Cir. 1986).
cert. denied, 479 U.S. 1031 (1987).
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opyright law in the protection of computer software and the extent of
verlap they perceived {here to be for software, there was a section of the
urvey which asked what aspects of computer programs they thought
vere protectable by patent, copyright, both, or neither. An “it depends”
esponse was also available as an answer.

There were nine items listed in this part of the Survey. They were: 1)

source or object code; 2) instruction-by-instruction sequence of the
code: 3) overall design or structure of the code; 4) intermediate levels of
structure of the software; 5) algorithms; 6) user interfaces; 7) specific
functionalities of the software; 8) specific performance characteristics,
and 9) an “other features” part, which allowed respondents to name
other aspects of computer programs that they thought might be protecta-
ble by copyright, patent, and/or some other law or no law.

Interpreting the data from this part of the survey was somewhat

difficult because it was not always easy 10 understand what respondents
meant by their answers.'s But what struck the author most clearly from
reviewing this part of the survey was that though there was some agree-
meni among the survey respondents as 10 SOmMe matters, there was no
consensus as Lo many important matters, and even where the bulk of the
answers fell into one category Of another, there isa wider diversity of
views on important subjects {han is desirable. Since the author believes
that the software industry is in nmdofclearandcmainmwmtu

survey, and since intellectual property

lawyers will understandably wish to be able to advise clients in accord-

ance with how the law is generally unde

rstood, it is very disturbing that

there are so many areas where there is as yet no significant consensus.

These man:rsnecdtuhcmuiwdumonaa
(clie

possible so that people

nis and lawyers) can start getting and receiving relatively consistent

advice on software protection issues.

The issues as to which there was some agreement (i.e., more than half

of the twenty-six respondents agreeing on a point) were these: 1) that it

was the
obj

role of copyright (but not patent) to protect source and

ect code; 2) that it was the pmpctmkni'patent law to protect specific

functionalities of computer programs; and 3) that whether user inter-
faces were protectable by patent or copyright depended on what one was

talking about, the artistic Or expressive parts of user interfaces being in
the domain of copyright, and the functional parts being in the domain of
patent law.

16.

For example, whal was one to make of someone who described himsell as & believer in
complete subject matier exclusivity as between mrmundwrrilh‘ protection, and then
mmﬂm-qummnmmismim mwvﬂ:kdad‘bulh"uulmﬂmwdm
mmumnd:inﬂ:::phmtim space, it was clear that an it depends” more pocurately
reflected the person’s view, and his answer was, accordingly. yramsferred 1o the “It
depends™ category.
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On the protectability of alsnnthmsmdpcrfommmchmmeﬁﬂiﬂ& a
plurality of responses favored exclusive treatment by patent. But the
protectability of structural aspects of programs was a subject on which
the respondents wWere quite deeply divided.
Befmnntﬁnsfunherimuthedeuilm[memmngivmwmi:pm
of the survey, 2 few general commenis on huwthcmpondcnuhmdhd
ﬂﬂnpnﬂufthasurveyminmdcr. All but two of the survey respondents
didumqmwdanduﬁanedmmtmturmwﬁgm[mbmh i
the role of protecting particular features of programs. Many of these
15 offered some explanation of their views, and as they did so,
they often expressed views seeming to reflect exclusivity concerns.
Only two respondents ook a different approach in answering this
s:cﬁnnufthemnﬂ.ﬂnruhhﬁemwhis in this way: “1

jon for any a

requirements of each law. Thea ilability of protection, therefore, in his
view, depended on satisfying the standards of each law, as t0 originality,
nonobviousness, novelty, lack of merger of idea and expression, and the
like.'*

A. Source and Object Code

Copyright was identified as the appropriate form of intellectual prop-
erty protection for computer program source and object code by 2
majority of the respondents to the survey. Only one respondent dis-
tinguished between source and object code, saying that source code was
ble only by copyright, but object code might be
bothhmThrﬂothﬂsurﬂ:y respondents ahn'-ri:wndbmhmwnsm
andpal:nium'upﬁﬁlﬂfmms of protection for the literal code of 2
_But the weight of opinion of the survey respondents was for

Several of the respondents who identified copyright as the appropriate
form of protection {mmwmduhjoﬁmdeqmﬁﬂed their answers by

{7. Inanswerioan enrlier section of the survey, this mpmdenih.dimm e didm't
think patent and copyright were entirely exclusive; yet he also thought that in some
Wmeuleqmﬂhitpmmmwyﬁlmpmiunmmnimd

dmwimmﬂvwd

in the same creation.

18. ‘I’mmnclpundlnltno.ml.hnmmwmm i

that copyright did nol protect a » which patent might. again seeming 1o
mﬂnﬂ:hlie{iummwunhmludﬂwm“m {he two Laws.
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pointing out that {he literal code of a program, because it might be an
implementation of a patented pmsram-rclnad invention (such as an
algorithm), might infringe that patent if permission had not been
obtained to implement it. This did not, however, affect their view that
the code itsell could only be copyright-pmwcted. Two respondents
pointed out that patent office policy seemed to preclude claims consist-
ing of source code listings.

B. Structure of a Computer Program

In recognition of the fact that it is common in the compuler program-
ming field to think of programs as susceptible of analysis in terms of
levels of abstraction, there was not just one question about the protec-

As pmgnlmmmrwoukd view the matter, the lowest level in the hierarchy
of abstractions of 8 program is the code. One level of abstraction above
that might be the i ion-by-instruction sequence of the code. Up
from that in the hierarchy of abstractions might be one or a number of
intermediate structural . < of the program, and at some point
below the apex of the hierarchy (which might be the general purpose OF
function of a program), there will generally be an overall design of the
. The survey, accordingly, broke the protectability of structure

issue down into three {ssues; protection of the ius:rucﬁun-by-instrucﬁun
sequence; protection of overall design; and protection of intermediate
levels of structure.

Although, as indicated above, Survey respondents were quite divided
in their responses tuthi!pﬂﬂuf'lhc survey, there was,
somewhat more ment On some issues than others. Before going
into detail on each topic, it may be helpful to the reader 10 know that
there was more support for the i.nstmt:ﬁnmh}'-imtmctiun sequence
being the exclusive province of copyright (again subject to possible
patent infringement liability if it was implementing 2 function for which
a patent had been obtained) and more support for the overall design
being the exclusive province of patent than for other positions. It was as
to intermediate levels of structure that views diverged the most.

1. Instruction by Instruction Sequence of the Code

Half of the twenty-six survey is regarded copyright as the
appropriate form of protection for the inmucﬁﬂn-h]f-instmﬂtinn
sequence of the source code of a program. The other half seem 10 have
been about evenly split between those who thought it depended and

those who seemed content with the possibility of dual protection by both
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laws. One of the mpondenu[w!mha;ipqntused himselfa believerin the
exclusivity of patent and t) indicated he thought that low h?w:l
y mostly for copyright, butif pseudo-code, it rm%hl
uble.hutheruidthalifﬂmwnmnnwnd' reason for
5 P i ahenduf:nmhﬂ,lhmthaiwnuldbcpmmahle;
otherwise it would be ightable. But others merqu or::mmmted that
as long as the sequence represented a novel method, it might be pplr:nuf-
ble. Others who opted for “it depends” or “hoth” did not l.'."-lpll.'l.ll ll'u:}r
answers. Most who assigned this kind of structure 1o copyright also did
not explain their ANSWETS.

9. Overall Structure oF Design

The split of opinion over which law should protect the ﬂw?rall design
of software was deeper than the split over instruction-by-instruction
sequence. Three o[lh:rcspondﬂtswﬂuld assign the task to copyright.
Eleven would assign it to patent. Very few of these fourteen respondents
made any comment about their answers. One who did sa.'ﬂ.‘i that nyemll
munummnutupmmion and not protectable by copyright, but it was
functional, so it was patentable. Another who selected the patent oth
oplion remarked that patent would protect against functional equiv-
alents.

Although there were @ few respondents who gmwtmd that both
copyright and patent might protect the overall design, more expressed
an “it depends” opinion than 2 pure “buth“‘ position. One re§p051d=nl,
having first circled “patent” and then changing his mrmd and circling the

:on made comments suggesting that he rmshlt m;sre ?p&upn-
ately be regarded as an “it depends” person: “From a levels 0 rac-
ﬁnl:standpoim. copyright should be awila}':k prnﬂdﬂd ﬂ!al it does not

itory reserved 10 works of function.” Asking himself how 10
draw the line, he observed that methods were not protectable by
copyright, but did not seem sure how 10 apply that to the protection of

One commentator expressed the view that a fanciful overall design for
apiecent‘snﬁwmm;hthc i htninyneral,thcnwrall
design would be functional and would be protectable only by patent.
Another respondent thought that if highly original, the m:er_all design of
npmgrnmmuldbc pmmhhhrwpyrigthhum if it was more
conventional, copyright would only extend to the literal code.

3. Intermediate Levels of Structure for Software

The split of opinion among the survey respondents was deepest about
the issue of what law should protect intermediate levels of structure
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between overall design and instruction-by-instruction sequence. Five
respondents answered copyright. One of these was the person who
would use an originality test 10 decide how far up the hierarchy of
abstractions copyright should reach, with conventional structures giving
rise to no protection. Seven respondents answered patent.

Most of the remaining responses were of the “it depends™ variety,
with once again some soul searching going on about whether copyright
protection for such structures might intrude into the realm of methods
or functions which should not be protected by copyright. One
respondent who selected the “both” option stated that if the functional
design becomes detailed enough so that its implementation forms a
sequence and structure, then that could manifest expression which
copyright could protect. Another respondent said that intermediate
levels of program structure were only protectable by copyright if fan-
ciful, If functional, then only patent was appropriate.

C. Algorithms

Protection of computer program algorithms by patent law has been a
hotly contested issue for a good many years." From reviewing the
survey, it appears that the debate on this issue is not yet over, although
the debate tends to center on whether algorithms are patentable or in the
public domain. There were no survey ts who thought that
only copyright could protect algorithms, and very few who thought that
both patent and copyright could protect algorithms.

The issue which divided the respondents about algorithms was much
more over whether algorithms were protectable by patent, or whether
they were protectable by neither patent nor copyright law. Six of the

nts thought that neither law algorithms. About twice
that number thought that patent law could protect algorithms, although
many of these qualified their answers by saying that only “non-
mathematical™ or “applied” algorithms were patentable. One
respondent thought it would be a fair use to take an algorithm from a
copyrighted work. Another stated that algorithms are “ideas” that are
unprowclablcbympyrishl_ ﬁunthﬂsm\'edumlhou;hcomﬁshl
could not protect an algorithm, it could protect the expression of an
algorithm; and one of these two limited his comment further by saying
that oopyrilhtmuldnnly protect an ahuﬁlhm‘sexpruniun in code.

{9. See Gottschalk v. Benson, 409 U.S. 63 (1972) and Chisum, The Patentability of
Algorithms, 47 U. Pitt. L. Rev. 959 (1986).
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D. User Interfaces

Five respondents 10 the survey _thousht that .only copyright was the
appropriate form of protection for software user in : [Dn;? of these
qualified his answer by saying that design patents n?lsht be nvn_ﬂnhle for
some aspects of user interfaces.) Three others assigned user interfaces
exclusively to patent law. But the majority of respondents were of the
view that some aspects of user interf; _
and some by patent, but it depended on what aspect of a user interface
one was talking about. :
By far the most CcOMMON response was that functional aspﬂCﬁ of user
interfaces were protectable by patent law, whereas expressive aspects
1 t went into some detail,
saying that if a functional advantage resulted from an aspect of a user
interface (such as fewer keystrokes, OT fewer data !t'}'puts. or the Ihke},
then it was patentable, whereas if the advantage flowing ﬁ-om the inter-
face feature was more attractiveness or easier comprehensibility because
of simpler sentences or the like, then it would be protectable by

E. Specific Functionalities and Performance Characteristics of
Software

There was substantial consensus among the survey respondents that
specific functionalitics of computer programs were fﬂ:r patent law to
protect. No on¢ assigned the protection of fu nahues to cop',[n#lt,
but three respondents took an “it depends” W{MMIﬂmm on
what). Two respondents thought that functionalities werc not protecta-
ble by ecither patent of copyright law, oné of t_hem saying that patent
doesn't protect what something does, but how it does it.
There was less agreement, however, about which law protected spe-
cific performance characteristics of software. A plurality of opinion
i patent system. One person, how-
ever, would have copyright serve this function. However, four

teristics. One repeated his comment that patr.nuawdid not protect what
something did, but how it did it. Another said this didn't nsc to the level
of protectable subject matter. A third said that copyright did not protect

e —————— e

No. 3 1989] SURVEY ANALYSIS 273

i but only code implemmﬁngapeciﬁcaﬁuns: he added that
spodﬁmﬁnmmnmmimplemnuﬁmmthﬂwmn‘t
either. A fourth said this was 100 general for protection.?
ix respondents whnthuushtdﬂmrmuhulhhm might apply
1o the protection of performance chmauu-iniunrthntitmded, only
one explained her position. Shenidmalihhnpafomamcham-
' program faster or requiring
less memory, then it would be patentable, whereas if it increased com-
prehension because of communication, then it could be protected by
copyright. One other commented that this was a grey area.

Iv. HOW COMPATIBILITY, EFFICIENCY, AND OTHER

FACTORS AFFECT THE SCOPE OF COPYRIGHT

The author believes that the main reason that ion of computer
programs by copyright law has been so troublesome for the courts is that
copyright law has never protected a technology before.”! As a conse-
quence, there are many questions about the application of copyright law
to computer for which there are no clear answers, cither in the
statute or the caselaw, among which are these: 1) whether (short of exact
duplication of the whole of a program) a firm has the right to develop
similar code in order to be compatible with another firm's hardware or
software, 2) whether similarities between programs that might be due to
use of the same efficient design are infringing of the copyright, 3)
whether technological goals, such as standardization Or reuse of software
abstractions, affect the extent of copyright protection for computer
programs, 4) whether software engineering i such as “reverse
engineering” of software, should affect the scope of copyright for soft-
ware, and 5) whether market factors affecting the design of, for example,

70,  The author has omitted discussion of ather features of compuler and of other
issues, which the survey permitied the respondents 1o fill in. Among the “other features”
which were identified as copyright-protectable were: manuals, screen displays, graphics,

and videogames. Among the wqther features™ which were identified as patent-protectable
were; software which transforms daia into 3 REw kind of output (.-, speech procesuing
heuristics for processing audio signald into digital templates), processcs for producing
graphics, and funetional screemns.

Amang the “other issues” mentioned were these: jdeas, scientific truths, and mathe-
matical equations arc in 1he pq.\blh:dn-nnin; scenes a faire are in the public domain. broad
functional protection is mot available to copyright owners: if an idea is unpaientable
because it is obvious, then others are free to use it; patent is available for nearly everything
aboul programs, and copynght should be limited; and i
protect programs, bul others have a right 10 reverse engineer.

31,  Seeeg. Samuelson, Reflections ot the State af American Saftware Copyright Law and the

Perils of Teaching Jr, 13 Colum. VLA 1. Law & Ans 61 (1988).
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interfaces should affect the scope of_ copyright protection.?
?k?:v:lr;grsurvey polled the ad hoc subcommuttee members on these
issues as well. . )

i f the survey yielded less complete responscs than other
pa?tzlgfp:hr: {:urvey,“ Four of those surveyed left the section entirely
blank. (In the discussion below, these four nonresponsive surv;ys are
not counted in the tallies on the issues.) Five others made only 8:11:
general, ncrnss-lhc—buatd comment on the entire section. o~
respondent said simply “it depends” (without saying on what). Two
others made a general statement in response 1o this section of the sur\::w
that they didn't see how these factors alfact,ﬂd the scope of m:yng!f';i c:;:
another commentator said uts}t he didn’t think any of these oy
should affect the scope of copyright exceptas they might relate to fat &11
and reverse engineering. And the ﬁ‘ﬂh‘ person 10 make an aa::nursls_--t r:I
board response said that he would limit copyright protection 10 71 e :
code (and minor variations on it), leaving 1o patent law the p‘l‘(l'l.ﬂtllll:;n 3
the technological side of programs to which most o}' the factors re te :

Even those respondents who made at least some individualized cumn
ments about one of more factors nt‘"u:n left at least one blanl; spaccn;:ues
this part of the survey form, so there isa more spotty pattern o rﬁponhc
to this portion of the survey than to its other parts. Still, all but one © -
factors (reuse was the exception) evoked some response froma arréaéu; nn'{
of the respondents, and many interesting gbservations were m

cerning each factor.
A. Compatibility Concerns

he question of whether or how
Twenty people had some ;ﬁpﬂnw tot _ !

“compatibility concerns” might affect the scope of copyright pmteﬂ:lx:&
for computer programs. Seven respondents (about 35 Perccnt} regar
compatibility as having no effect on the scOpe of oqprmghl for computer
programs. Three of these seven respondents said simply that com-
patibility had no ¢ffect on the scope of c?p;nynt. A fourth rﬁpunqrn:
went on to say that there should be no limit on the scope of copyrigh

protection to achieve compatibility because it was always possible 10

i, i i i {er PrOErams,
holarly view about the scope of copyright protection fior compu i
e ﬁ.:ﬂ?.ﬁ:fm a d?i'srumon of many of these same factors, see Report of qusl. an:;rr
Conference on Software Copyright Law, — Jurim. 1. _ (forthcoming 1989} (herea
referred =51l Report™) :
23 Allm:ii,;g !I:flht survey excepl {his one were completed by all respondents. The r-::u who
© left this section of the survey blank effectively reduced the size of the sample to twen :t_-'twn.
but even these Iwenty-1wo did not always answer all of the questions asked in this section

The reader must {herefore, here be mare atientive to the size of the sample as 1o each

anestinm than as 1o other seCiions.
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write a different program to achieve compatibility. Yet another likened
cloning a computer program to translating a literary text to explain why
he did not regard compatibility asa defense. A sixth respondent who did
not regard compatibility as affecting copyright said that licensing could
solve the problem. A seventh said that although a copyright on a com-
puter program could block others from the market, that would ulti-
mately have the effect of making the excluded firms more creative.
Thirteen respondents expressed some willingness to consider com-
patibility concerns in the determining the proper scope of copyright for
computer programs. In addition to the two respondents who made
general comments on the whole section, one saying “it depends” and the
other raising the possibility of a fair use defense in some instances, there
were a variety of reasons given by supporters for some degree of special
treatment of compatibility in determining the proper scope of copyright
for programs. Two respondents commented that, in general, the desire to
make a compatible software product would not excuse copying of the
whole or a substantial portion of the object code of a copyrighted
program, but that, in general, copyright protection should not be con-
strued so broadly as to preclude achieving functional compatibility with
other software or with hardware systems. One of these commentators
pointed out that it was sometimes necessary to structure programs
similarly in order for them to interface properly with certain hardware,
software, and perhaps even with users. Because it is one of the most
useful attributes of software that it can be interconnected with other
software and hardware, this respondent thought that copyright law
should be interpreted so as to take advantage of the interconnectability
of software systems, not to block their development.

Numerous others expressed similar sentiments. One said that com-
patibility was a functionality issue, and that copyright should not bear
on functionality because the subject of compatibility is (or ought to be)
outside the scope of copyright. Another said that courts shouldn’t use
copyright to prevent making a functionally compatible program. Two
others said compatibility limits the scope of copyright, one adding that
this was because compatibility was at the functional level. Another
responded that the scope of copyright should be narrow enough so that
someone can reverse engineer another firm’s software to achieve com-
patibility. Another added that computer programs raise compatibility
issues not shared by other types ofintellectual or industrial property, and
that public policy reasons should be brought to bear in considering
compatibility as a fair use. Two other respondents regarded copyright
protection for computer programs to be quite limited, one saying that
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patent law precludes expansive protection for computer programs under
copyright and the other regarding copyright as properly restricted to
code only. '

B. Efficiency Concerns

Efficiency was an issue on which the survey respondents were more
divided than was the case with compatibility. Of the seventeen
respondents who had some response to this factor, ten (about 60 per-
cent) regarded efficiency concerns as potentially having some effect on
the scope of copyright for compuler programs; seven regarded it as
having no effect.

Only three of these seven offered any reason for their assertion that
efficiency should have no effect on the scope of copyright for programs.
One said that it would not mean a loss of efficiency 1o require others
make software in a different manner because that might result in a new
creation of value. Another said that efficient software should be more

supporter of a sui generis approach 10 compuier program protection
issues.) The third said he
such as efficiency, as having a bearing on the originality of the software;
he regarded software which exhibited a higher degree of originality as

copyright should not be interpreted so expansively as to subject the
industry to the inefficiency of developing each new technology from
scratch. A third said that a software developer should be able to use the
most efficient method in developing a program unless it was patented. A
fourth said that features of a program which relate to efficiency can be
claimed as an invention, and under Baker v. Selden,?* this made it
unprotectable by copyright.

This author was the fifth to comment on efficiency as a factor affect-
ing the scope of copyright. Once one gels into the realm of measuring
relative efficiencies of programs, the author thinks one has gotten into
the realm of functionalities, which is a realm in which copyright has no
business. Although some might regard the “idea/expression merger

JE—
24, 1101 US. 99 (1879).
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doctrine™?* as enough of safeguard against copyright being used to block
reuse of the most efficient way of doing something in a program, the
extreme difficulty of proving in litigation that the particular way the
plaintiff implemented a function is the single most efficient way of doing
it makes “idea/expression merger,” in this author’s view, a chimeri
limit on the scope of copyright, rather than a real one. “Efficiency”
should also be understood unmuningfulwmmlnnly in relation to
specific goals of a pmmmmmm:ﬁ'mimtmdew one param-
etarwillnmbe'thcmmteﬁidcmmdehrmmhu all
programmers aim 10 write efficient code, copyright should, in the
author’s view, not get caught up in protecting efficient aspects of pro-
grams.

C. Standardization Concerns

Standardization was an issue on which the respondents were about
equally split. Nine respondents did not think that standardization had
an effect on the scope of copyright protection for computer programs.
Ten regarded it as potentially having some effect.

Four of the mmndcﬂmwhﬂdidnmmdmdaﬁiﬂﬁmuhﬂﬂm
an effect on copyright made some comments in explanation of their
thinking on the issue. One pointed out that standard setting groups such
uﬁHSlandlEEEhadpoﬁxﬁﬂmgrdinsmxdardhﬂiMun patented
technologies which could be brought to bear when standardization
issues arose as to copyrighted software. Another respondent gave an
example of a patented software technology that had been made an IEEE
standard and licensed for a nominal fee. Still another said that if the
industry wanted to standardize on copyrighted software, licenses could
take care of the problem, but it should not affect the scope of copyright.
A fourth noted that the value of a standard arose as much from accept-
ance in the marketplace as from technical merit, and that protecting
intellectual property rights was the key to financing large scale accept-
ance of the product in the market.

Comments were varied among those who regarded standardization
concerns as potentially having some effect on the scope of copyright.
One said simply that standardization should havea limiting effect on the

25, |uissandard copyright doctrine that copyright law protects “expression,” but not “ideas,”
and that in the event thatan iden and an expressicn nr:mm:wiclb!wnmmnmmd that
the two cannol b:ml:d.ﬂm"idu“ud"umm“ are 1o be “merged,”

and copyright law will not profect ex i when it has merged with idea in order not 1o
give its authora manapoly on eXpression of that idea. See e.5., Herber! Rosenthal Jewelry
Corp. v. Kalpakian, 446 E:2d 738 (9th Cir. 1971}
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scope of copyright. Another said that the public interest in standardiza-
tion should be considered in deciding whether the exclusive rights of
copyright should be interpreted to attach 10 certain aspects of programs.
Another commented that - ation was @ functionality issue
which was or ought 10 be outside the scope of copyright. Still another
thought that copyright should not prevent the making of standards. One

rights. Two respondents
would normally not apply to things protectable by copyright, but onlyto
things protectable by patent.

D. Reuse and Commonality Concerns

The section on reuse and commonality concerns was the least
responded to section of the entire Survey. In fact, only nine people had
any response 0 it at all, This is probably because ihe terminology i$
unfamiliar to most of those who are not software engineers or at least
followers of developm ts in the software engineering field. “Reuse™ isa
term that software engineers and computer scientists use to refer to an
important goal that is thought to have the potential to dramatically
increase the productivity with which i
also improving the maintainability, enhanceability, and reliability of
software systems.’ Although software engineers and
software engineering may differ in their views about what kinds of reuse
mﬁkelytnachimtthum ‘vilypim-mus:ul'actunl
code or reuse of desi ;hsuadiﬂm—thﬂminagrmmcmthat
reuse is a promising initiative for the future.

The U.S. Department of Defense has been particularly active in
supporting research and development involving software reusc. (“Com-
monality” is a synonym of “reuse,” one which seems more favored in
NASA circles.) Commonality and reuse mmu'dcﬂum:nﬁal to the
successful development of very complex systems, for without it, soft-
ware systems may be unusably complex. Most of the technical work on
software reuse issues has taken place without consideration being given
to intellectual property rights.”’

Of the nine survey tsnturm:tedtnth:mmeiuue.ﬁvedid
nmrmﬂmuwmmmmanaﬂwuhaﬁmany effect on the scope of
copynight protection for computer programs, and four seemed to think it
might have some effect on the scope of copyright.

——

24, Seeeg, Report of the Defense Science Board Task Force on Military Software (1987).
11, Id See also Samuelson, The Need For Reform of the Sofiware Licensing Policy of the
Department of Defense, 27 Jurim. J. 9, 44-45 (1986).
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Only one of those who regarded reuse as having no effect on the scope
of copyright had any comment on the issue. This respondent said that
reuse of code should be cupyﬁshl-prnwc‘lud.

Only two of those who regarded reuse as potentially having an effect
on the scope of copyright made any comments about the issue. One
likened reuse to the scenes a faire doctrine of copyright law, which treats
standard plot devices for dramatic playsand novels as not protectable by
copyright. The other (the author again) regarded reusc as an important
technological initiative which should encouraged by the law to the
extent possible. Reuse goals, though, have 10 be balanced against the
need for sufficient protection of software innovations so that there are

appropriate

\bstractions ought, in the author’s view, largely to be without intellec-
wual property consequences. Properly u the boundaries of
copyright law should not be implicated by software reuse so fong as itis
not code that is being reused. Reuse is part of any engineering discipline;
software is just the latest of these disciplines to develop the need for
reuse.

E. Software Engineering Practices

Of the fourteen survey respondents to react 10 software engineering
practices as a factor potentially affecting the scope of copyright protec-
tion for software, four took the position it should have no effect, and ten
seemed to think it should have some effect on the SCOpe of copyright.

Two of the four who did not regard software engineering practices as
affecting the scope of copyright made comments about the issuc. One
said that others should be able 10 build upon existing programs, but
licensing was the way 10 deal with intellectual property interests.
Another said that software engineering practices should adapt to be in
accord with intellectual property law.

Of those who regarded software engineering practices asa potentially
limiting factor, five mentioned reverse engineering as an example of a
software engineering practice which should be legal under copyright law.
One of these observed that the E.F Johnson®™ Q-C 0., and NEC v.
Intel® cases had recognized that although it might be necessary to make

a copy of a computer program in order 10 reverse enginecr it, as long as
the code that was developed after the reverse engincenng study was not

28. E.F. Johnson Co. v. Uniden Corp., 623 F. Supp. 1485 (D. Minn. 1985).
29, Q-<Co. Industries, Inc. V. Hoffman, 625 F. Supp. 608 (S.D. N.Y. 1985).
6. 10 USPO2d 1177 (N.D. Cal. 1989).
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substantially similar to the code under study, no copyright infringement v. Intel case’ as another instance of market factors serving as 2 con-
should be found.” Another commentator obse rved that software straint on software design and as an explanation for noninfringing
engineering practices limit the scope of copyright, and tend to be at the similarities between programs.
idea level anyway. ' A more difficult market factors problem for copyright is that which
One thoughtful comment (not made by the author) was this: *Present arises when users have come todependona particular software system’s
uncertainty in the scope of copyright protection based on current case interface and another firm argues that market factors arising from
law makes software engineering practices difficult, since software installed base and user training concerns justify using the same or a
engineers arc unable to tell what scope of protection a competitive work similar interface. Sucha defense was established in the Synercom case™;
might be given. HOWEVET, - - - if statutory limitations are followed in the it appears to be one of the defenses in the Lotus 1-2-3 spreadsheet case.”®
future by courls, software engineering practices can become extremely Ofthe seven survey respondents o regard market factors as having no
predictable, with the only uncertainty being patents which have not yet offect on the scope of copyright, only four made any comment on the
issued or which are unknown 10 a developer who has decided to under- issue. Already mentioned was the Plains Cotton commentator. Another
take a development program without doing a patent infringement inves- respondent said that market factors determined what people wanted 10
tigation.” This respondenlbelimod that the software industry can adapt copy, not the scope of copyright protection. A third said that market
mmeuncnﬂninwbtﬁught about by patentsin much the same manmner as success was an indicator of originality which ought to be protected. A
other industries have done. fourth said only that software was a fast growing area of technology and
should be encouraged. :
F Market Factors Six respondents seemed to regard market factors as potentially affect-

ing the scope of copyright protection, but only four made some com=
ment about the issue. One was the author’s commentary on Plains

"Mn.rkctfmm“ like reuse, was a factor that seemed not to be well- Cotion Another said th ¢ s

- : at compatible manufacturers stimulate competi-
‘:h‘ . hYThﬂf RS u; :msu n“&““;gr.““ly. tlhu w;" I:s p”“dfaﬁﬂ tion. Another said that market factors related to functionality issues
aﬁsq?ﬁ“ﬂﬂ- he author survey """t""dm ;,‘;:La C“@qu;’; » :f which were outside the scope of copyright. A fourth said that coutts had
ecting copyright in lare part s ! x been granting unduly broad patent-like protection under copyright, but

Appeals in the Plains Cotton case had referred to “market factors” as an

explanation of Why Soapite the "Tal similarities between e wasn't sure what effect market factors should have on the scOpe of

defendants’ and the plaintiff’s cotton marketing software, there was no opyright.
copyright infringement.” ; - : V. CONTINUING WITH PATENT AND COPYRIGHT OR SUI
Only two of the respondents mentioned the Plains Cotton case and its CRNERIS PROTECTION FOR COMPUTER PROGRAMS
cryptic reference 10 »market factors” asa I.'nctmnf[unmsmwnsht. One
of these two suggested that Plains Cotton should be u as A. Sui Generis or Continued Patent and Copyright
involving an unusual set of circumstances related to the cotton market,
and should not be understood as creating a general “market factors” About 80 percent of the twenty-six respondents to the survey favored
defense to software copyright cases. The other commentator (the continuing to work within the copyright and patent systems to achieve
author) thought that Plains Cotton’s “market factors” analysis might the proper balance of -ntellectual property protection for computer
have somewhat broader implications. When the design of software or programs, rather than adoption of a sui generis system of protection for
software user interfaces is constrained by market factors, the author programs.’® A variety of reasons was given by respondents. One of the
thinks that copyright protection ought 10 be limited in recognition of the T oo, 10USPQA 1177 (D, CaL. 199
ibility that two firms responding 1o the same constraints might A “orp. V. .:: orp., 10 USFQ24 TIN.D. al I A :
independently develop Similar software. The author perceives the NEC |rwafqm Technology. Iac. v. Usiversiy puting Co-, 462 F- Supp- 003 gt
) 18, SerSamuelson. Why the Laak and Feel of Saftware User mterfaces Should Not Be Protected
Y by Copyright Law, 12 'I:.'mnmunicalinmufmc ACM 563 (1989).
4], :See ASU Reporh, supra note 22, at — 36,  Congresscreated asul generisiofits own kind) intellegiual property law for semiconductor
|Plains Cotton Co-op. Ass'n V. Goodpasture Computer Service, Inc., 807 F.2d 1256 (Sth chip designs in 1984, See 2.8~ Samuelson, Crealing @ pew Kind af Iniellectual Properiy.

Cir), cert. denied, 108 S.Ct. 80 (1987) Applying the Lessons af the Chip Law to Compuler Programs, 10 dMinn. L Rev. 47111985
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more frequently cited reasons was that copyright and patent laws had
long histories of evolving to provide intellectual property protection 10
ncwlypcsufinnﬁvaﬁnrm.mdthua far at least, the respo
that it had not been demonstrated that patent and copyright could not
adequately adapt to the protection of computer programs.

people had gotten used to
using patent and copyright to protect software and that on the internd-
tional scale, copyright, al least, had become something of a standard for
mcmledjﬂnﬂfmmmllﬂptmmﬂthulrﬂkﬂ changes, such as
sui generis protection, would be quite disruptive.

One respondent thought that the current caselaw provided a strong
foundation for resolving most disputes about software protection.
Amnotherex confidence that pntcntandmpyright law were evolv-
ing toward more definite boundaries in the protection of computer

ms. One commentator said he preferred to stick with copyright
and patent law for compuler programs because there were too many
special inte property laws.

There was, however, mmemlﬁmmmmuﬂmmn with the state of
the intellectual property law regarding computer programs, even among
those who favored continuing with copyright and patent ion for
them. Some commentators expressed concern about the lack of clarity
about the scope of protection for computer programs. Some said that
they regarded the current copyright and patent schemes, when properly
interpreted, as st iking the right balance, but were concerned that some
judicial interpretations were not proper applications of existing law.
Some others adopted a “wait and see” some saying that they
might favor sui generis Jegislation if some of the currently overexpansive
interpretations of copyright continued. Some respondents raised ques-
tions about how copyright and patent would deal with such things as
silicon compilers, automatic code generators, and expert system pro-

It is also worth noting that nearly a third of those favoring continuing
the patent and copyrght a for protecting computer programs
(i.e., six of the twenty-one respondents) nonetheless favored some legis-
lative action to change the law regarding computer program protection
(of which more in section B). '

The five respondents who favored a sui generis sysiem of protection
for computer programs also had a variety of reasons for their preference.
One said that sui generis protection was needed because software intel-
lectual property law wasan amorphous area of the law and was in need of
guidance. Another said that copyright principles were strained when
applied to software, and that patents were 100 slow and expensive 10 gel
to be right for software, problems which a sui generis svstem eould
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address and resolve. Another favored a sui generis approach, but only as
1o the copyright (patent, in his view, was working just fine as is), arguing
that the same reasons Congress had for adopting a sui generis approach
for computer chips applied to computer programs. gtill another said that
neither i _nnrputenlllwwasrmlljr to suit the
unigue attributes of computer programs, and in trying to apply these
laws, the courtsended upﬂmdﬁnlbmhmsufhws.msinsavaﬁetyuf
ad hoc problems.
The author of this report admits to being a fifth respondent to circle
the “sui generis” entry on the survey form. She regards computer
to be 100 mmhofamachiuetuﬁtmmfuﬂahlywithinthc
copyright system and too much of a writing to fit comfortably in the
patent system, and regards computer programs as stretching both sys-
tems to the point of transforming them into very different systems than
they have been in the past. Even s0, she recognizes that choices have
been made, both in the U.S. and abroad, 10 work within the existing
copyright and patent systems, and that it is, as a consequence, incum-
bent on those in the intellectual property community to work toward as
successful accommodation of computer programs within the copyright
and patent systems as can be accompli

B. Proposals for Legislative Change

The five respondents who favored a sui generis intellectual property
law for the protection of computer of necessity, fav
legislative changes 10 address the issues that software raises for in

tual property law. One of the five tried 1o sketch out some features of a sui
generis law for software. Another of the five, although favoring sui
generis legislation, would limit the scope of copyright for programs to
program code and videogame user interfaces.

Interestingly, six of the respondents who favored continuing with the
patent and copyright approach (30 percent) nevertheless favored some
legislative changes to improve the law relating to compuler program
protection. Five favored changes 10 copyright law, and one to patent law.
The proposal to change patent 1aw was for a clarification of the applica-
tion of patent law 10 innovations implemented in software.

Those who favored changes 10 copyright law made the following

s: One said that Congress should clarify the meaning of
“expression” as it applied to computer programs. Another would have
Congress require deposit of the complete text of source code as a condi-
tion of copyright registration for published computer programs, regard-
ing the current Copyright Office policy for “secret copyrights™ to be
improper. Another respondent favored changing copynght law so that
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artistic computer program screen displays could be registered for
copyright protection, but not those resembling blank forms or contain-
ing only nonoriginal or limited expressive text. Two other ms.pom:‘.enu

would have Congress explicitly make lega! a privilege 10 make copies of

to define the term “method,” at least a5 compulter programs, 50
thatitwnuldbeclurmﬂmtwpyﬁuhdidnuﬁmuhundmmiun
102(b),*” and to shorien the duration of copyright protection for com-
puter programs won the basis that it's integral to a machine (computer)

that defines the functionality of the machine.

specl
In the near future, silicon compilers will be able to design (automati-
cally) hardware that embeds complex programs. In the near future,
machines will be developed that automatically generate software. In the
first instance, is hardware of software protected? In the second instance,

thor!

The author of this report concurs with this respondent that tech-
nological innovations of the sort he described will raise questions that
are difficult for copyright law 10 address. At least as difficult are ques-
tions that information technologies, such as software, will raise for
patent law. Much of the innovation in the computer software field is, and
will in the foresecable future be, in developing methods for the organiza-
tion of information in ways that facilitate its effective use and retrieval.
Much of the innovation, for example, presented by expert system
grams is in the manner in which the knowledge base is organized and in
the manner in which the heuristic rules which guide the operation of the
analytic engine are engineered into the structure of the expert system
program. Are these innovations copyrightable, patentable, both or nei-

ther?

Traditionally it has been copyright law that has addressed issues
relating to the protectability of patterns of organizing information.
Because computer programs are written for machine implementation,
and designing computer programs is a process of designing a machine, it
is understandable that patent lawyers will tend conceive of programs a3
machines and technological , even when the nature of the

innovation being implemented 8 Organizing :nformation, something

e
3. 17 US.C.§102(b) (1982).
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with which patent law has lessexperience. Perhaps the patent 1aw will
volve with ease 10 accommodate these kinds of innovations. Perhaps
opyright law will instead, or in addition. Working now to understand
ind resolve the complex issues presented by the pal.entfcupyﬁght inter-
face for computer ms may help to clarify the current state of
confusion in the law and to anticipate future problems so that they can

more easily be resolved.
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Appendix

GHT
STATEMENT OF ISSUES FOR PATENT/COPYRI
INTERFACE SUBCOMMITTEE OF AIPLA

Although it is now settled that both patent and copyright
protection may be available to protect some aspects of com-
puter software, there is still cunsidcrgbl: uncertainty about
the proper scope of copyright protection f?r software, about
the bounds of patent protection, and most lmpun_amly. what
the proper relationship between patent and copyright protec-

ion is for software. L
unrn the past there was little perceived need for an explicit
definition of the relationship between patent law and
copyright law because the subject matters to which each !aw
applied were generally understood to bc mutually exclusive.
Because computer software is botha wniting and a technology,
both copyright and patent law apply toit. Because mmput:i
software is a very valuable and expensive mlqlhﬂual property
to develop, there is need for clear and meampgful protection
of it, and intellectual property lawyers are using bﬂthlpat:nts
and copyrights as means for protection. Hence, there is now a
need for a definition of the relationship between patent and

ight protection for software.

cnpﬂy:f |:c-fnr.hlﬂ. factors that has complicated the process of
defining the relationship between patent and copyright pro-
tection for software is that at the time Congress pasan the
amendments to the copyright stfuute that fumﬂly admitted
computer software 1o the copyright system, it appeared that
patent protection would rarely be available to protect soft-
ware. Copyright protection seems to have becnkadapted for

software in part because of the absence of meaningful patent

protection for software. .

Because of the perceived absence of patent protection for
software, Congress did not attempt to dqﬁn: th_e proper
bounds of copyright protection for software in relation to the
proper bounds of patent protection m’neq it passed the com-
puter software amendments to the copyright statute.

As a consequence, the early software copyng.h.t cases have
tended to pay little or no attention to the availability of gatent
protection for software inventions in the process of trying to
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identify the bounds of copyright protection for computer
software. The most telling example of this tendency is the
Whelan Associates, Inc. v. Jaslow Dental Laboratories, Inc.
case, in which the Third Circuit Court of Appeals announced
that everything about a computer program but its general
purpose of function was protected “‘expression” under
copyright law. (In deference to the copyright doctrine that
holds that when “idea” and “expression” cannot be separated
from one another and have merged, copyright law will not
protect the expression in order not to give a monopoly on the
idea, the Third Circuit made an exception to its general rule
such that a feature of software that could be implemented in
only one ~ > a small number of ways would not be considered
protecter. svme=e on because the limited range of possible
expressions caused idea and expression to merge.) The Third
Circuit did not articulate a theory about the implications of
the possible availability of patent protection for some aspects
of software in developing its test for software copyright
infringement. This has contributed to the theory held by some
that the same aspects of software can be eligible for patent and
copyright protection at the same time.

Though some think that the Third Circuit decision in the
Whelan case went too far in carving out such an extensive
scope of copyright protection for software, there is as vet no
consensus about what more limited scope of copyright protec-
tion is appropriate, let alone about the patent/copyright inter-
face for software. The Whelan case represents a lost
opportunity for defining that relationship.

But circumstances have changed since adoption of the
software copyright amendments. Patent law now provides
meaningful protection for software innovation. Now that the
courts have become more receptive to patents for software
inventions and now that word is finally getting back to soft-
ware firms and their lawyers that patent law can provide
meaningful protection for computer software, it is time for
serious thought to be given to the patent/copyright rela-
tionship.

The American Intellectual Property Law Association, with
its rich expertise in intellectual property matter, is well suited
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to make a significant contribtution to resolution of this press-
ing dilemma of intellectual property protection. To that end,
AIPLA’s Computer Software Committee has formed a Sub-
committee on the Patent/Copyright Interface for Computer
Software. The Subcommittee co-chairs have posed the follow-
ing questions to the Subcommittee’s membership and invited
member comments:

I. On the Relationship Between Copyright and Patent Protec-
tion in General

A. Do you regard the subject matters of patent (i.e., utility

patent) and copyright law in general to be exclusive?
Yes No Not entirely
Explanation: '

B. Ifthe answer to I-A is no, were patent and copyright law
ever, in your view, exclusive as to their subject matters? And if

~ so, when did they cease to be exclusive?

Ever exclusive?
Yes No
When ceased being exclusive?

Not entirely

« after the Mazer v. Stein decision?
« after the Yardley decision?
« upon passage of the Copyright Act of 1976?

» upon passage of the computer software amendments to
the copyright law?

« other (explain)

C. If in your view the subject matters of copyright and
utility patent law now overlap, what are the implications of
this overlap?

Appendix (Continued)

1. Does a creator have to make an election of protection
as between copyright and patent law?

Yes No

Explanation:

2. Can a creator get both copyright and patent protec-
tion for the same creation (or same aspects of a creation)?

Yes No

Explanation:

3. Can acreator get copyright protection for the innova-
tion if for some reason (e.g., insufficient invention) a patent is
not available?

Yes No
Explanation:

4. Do you think there is any policy conflict between
patent and copyright protection for the same creative work?

Yes No

Explanation:

D. To the extent you do not feel that your answers to
questions A through C give your full view of the proper
relationship between patent and copyright law, please
describe your view on this topic.
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E. If your view on the proper relationship between
copyright and patent law is affected by your view about the
proper relationship between copyright and design patent law,
please discuss your view on this relationship.

F. If your view on the proper relationship between
copyright and patent law is affected by your view about the
proper relationship between utility patent and design patent
law, please discuss your view on this relationship.

II. Scope of Copyright and Patent Protection for Software

A. Please give your views about whether copyright or
patent protection ought to be available for the following fea-
tures of computer software:

1. Source or object code

Copyright  Patent Both  Neither It depends
Explanation:

2. Instruction by instruction sequence of the code

Copyright  Patent  Both  Neither It depends
Explanation:

3. Overall design or structure of the code

Copyright Patent Both  Neither It depends
Explanation:
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" 4, Intermediate levels of structure of software

Copyright Patent Both  Neither It depends
Explanation:

5. Algorithms
Copyright Patent Both  Neither It depends

Explanation:

6. User Interfaces
Copyright Patent Both  Neither It depends

Explanation:

7. Specific functionalities of software

Copyright  Patent Both  Neither It depends
Explanation:

8. Specific performance characteristics of software
Copyright  Patent = Both  Neither It depends

Explanation:

9. Other features of software:

» protectable by copyright?
» protectable by patent?

» protectable by both?
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 in vy in? ; B. What if any statutory changes do you think need to be
" i the public domain? made to either copyright or patent law to make the accommo-
4 dation of computer software into these laws more successful?

* protectable by some other law? o * no changes needed

B. Under traditional principles of copyright and patent » the following changes needed to copyright law

law, how do the following considerations affect the scope of

copyright protection for sofiware?
satibili + the following changes needed to patent law

1. compatibility concerps?
2. eff:iciéncy éonéems?
| 3. standardization concemé?
"4, reuse.and commonality concerns?.
5. sqﬁwéré engigeen'né practices?
6. market factors?

1L Sui Generis Law for Software or Accommodation of
Software into Existing Copyright and Patent Systems :

'A. What in your view would be preferable:ito adopt a new
sui generis law for computer software or to continue to !
accommodate computer software into the existing patent and
copyright systems? =

Sui generis ‘Continued patent/copyright ‘

.'Explanation: :




