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The Generativity of Sony v. Universal:  The Intellectual Property Legacy of Justice Stevens

Pamela Samuelson*
I.  Introduction

Justice John Paul Stevens is best known in the intellectual property (“IP”) field for his decision for the Court in Sony Corp. of America v. Universal City Studios, Inc.
  Sony is his most cited IP opinion.
  It is also among the most significant IP decisions rendered by the Court during the three decades of Justice Stevens’s tenure there because of its impact on the copyright and information technology industries.
  While Sony is known mainly for the safe harbor from copyright challenges that it established for technologies suitable for substantial non-infringing uses,
 this Article will discuss the generativity of the Sony decision,
 that is, the impact the decision has had in a range of cases presenting very different facts and legal issues than the Court faced in Sony.  This article asserts that Sony’s generativity is due, in part, to the limited monopoly framework for analyzing copyright claims articulated by Justice Stevens in Sony.  This framework stands in stark contrast to the proprietarian framework used in Justice Blackmun’s dissent.

To put Justice Stevens’s Sony opinion in a larger perspective, Part II of this article reviews the principal trends in IP law during Justice Stevens’s tenure on the Supreme Court and how the Court’s IP decisions from this period have both contributed to and counteracted these trends.  It will set forth the principal themes of Justice Stevens’s IP jurisprudence and discuss the role he has played in the Court’s IP rulings.  Perhaps owing to his background as an antitrust lawyer,
 Justice Stevens views intellectual property law as a limited statutory monopoly that must serve the public interest.  He is skeptical of efforts by rights holders to extend their monopolies beyond the bounds set by the legislature.  He takes seriously public policy limitations on the scope of IP rights and invokes constitutional values such as promoting public access to knowledge in explaining why IP rights should be limited in scope and breadth.  Part III shows how the limited statutory monopoly conception of IP law manifested itself in Justice Stevens’s opinion in Sony and sharply contrasts it to Justice Blackmun’s dissent.  Part IV demonstrates the generativity of the Sony decision, showing its influence in many cases involving very different fact patterns than Sony.  Software reverse engineers, add-on software developers, Internet service and access providers, and Internet search engine firms have all relied on Sony in successfully defending against direct and indirect claims of copyright infringement.  Part V concludes that the Sony decision is the most significant legacy of Justice Stevens in the field of intellectual property law and its significance is likely to continue in mediating disputes between copyright industries and creative information technology developers and users of information technology.

II.  IP Trends and the Supreme Court:  1975 to 2005

Justice John Paul Stevens has served on the U.S. Supreme Court since 1975.
  During the thirty-one years of his tenure on the Court, IP law has become an increasingly significant form of economic regulation and a prominent field of law and policy.
  The principal trend during this period has been that IP rights have become stronger and broader.
  Although Congress has been an important actor in strengthening and broadening IP rights,
 the Supreme Court has also contributed to this trend.  By ruling that genetically engineered life forms and computer program-related inventions were patentable, for example, the Court has had profound effects on the U.S. biotechnology and computer software industries.
  Authors, trademark owners, celebrities, and plant breeders have also benefited from Supreme Court rulings that either expansively interpreted their rights
 or rejected defenses aimed at narrowing their rights.
  This article will refer to decisions by the Court that strengthened or broadened IP rights or rejected narrow interpretations of IP rights as “higher” protection decisions.

Yet, interestingly enough, the Supreme Court has limited the scope of IP rights even more frequently than it has expanded them, particularly in the last fifteen of these thirty years.
  A notable example of considerable economic significance was Feist Publications, Inc. v. Rural Telephone Service, in which the Supreme Court ruled that white pages listings of telephone directories lacked sufficient originality to qualify for copyright protection.
  The Register of Copyrights characterized Feist as having “‘dropped a bomb’” on U.S. copyright law
 because it upset settled expectations of publishers of directories and databases who had long relied on “sweat of the brow” copyright caselaw.

Numerous other rulings by the Supreme Court narrowed the scope of patent and trade dress rights or made them more vulnerable to challenges.
  In five of the seven cases construing statutory exceptions or limitations on IP rights, such as copyright’s fair use provision,
 the Court gave a more expansive interpretation to the exception than the IP claimant had hoped.
  This article will speak of decisions that narrowed IP rights or construed exceptions or limitations more broadly than IP claimants had wanted as “lower” protection decisions.

Justice Stevens has played an active role in the Court’s IP jurisprudence during these years.  He wrote opinions in twenty-one of the forty-eight IP cases decided by the Court during these three decades:
  seven for the Court,
 three concurrences,
 and eleven dissents.
  No Justice in the past thirty years has come close to writing as many opinions in IP cases as Justice Stevens.

Like Justice Douglas whom he succeeded,
 Justice Stevens has been among the most consistent IP “minimalists” on the Court.
  Indeed, the only two cases in which Justice Stevens would have granted more extensive IP protection than a majority of the Court were the Florida Prepaid cases which considered whether states were immune from damage lawsuits for patent or trademark infringement.
  To lay the groundwork for articulating characteristic themes of Justice Stevens’s IP jurisprudence, the remainder of this section will discuss five opinions in which he explained why certain computer program-related inventions were not patentable, why an inventor who predisclosed his invention to a prospective purchaser lost patent protection for it, why makers of shampoo lacked the right to control importations of bottles with copyrighted labels, why firms adopting descriptive names for their services should not be eligible for “incontestable” status for the names as trademarks, and why Congress should not have the power to extend the terms of existing IP rights.

Justice Stevens’s first IP opinion for the Court was Parker v. Flook, which held a computer program-related invention to be unpatentable.
  Flook relied heavily on Justice Douglas’ opinion for a unanimous Court in Gottschalk v. Benson
 that decided that an algorithm for transforming binary coded decimals to pure binary form was not a patentable process.  Benson “[r]eason[ed] that an algorithm, or mathematical formula, is like a law of nature, [and] applied the established rule that a law of nature cannot be the subject of a patent.”
  Justice Stevens regarded this ruling as sound, saying in Flook that “[t]he notion that post-solution activity, no matter how conventional or obvious in itself, can transform an unpatentable principle into a patentable process exalts form over substance.”
  Three years later, Justice Stevens wrote a vigorous dissent when a majority of the Court decided, by a 5-4 vote, that process claims for computer program-related innovations should be viewed as a whole.  This decision upheld the patentability of a rubber-curing process, the only novel element in which was a computer program that continuously calculated temperatures inside the mold.

All of the other decisions Justice Stevens wrote for the Court were, like Flook, cases in which the lower protection position prevailed.
  Pfaff v. Wells Electronics, Inc.
 and Quality King Distributors, Inc. v. L’Anza Research International, Inc.
 are characteristic.  Pfaff interpreted a patent law provision requiring inventors to file for patent protection within a year of engaging in certain activities such as selling products embodying the invention.
  Pfaff disclosed his invention to Texas Instruments (TI) more than a year before his patent application in the hope that TI would order products embodying the invention.  Pfaff argued that his invention was not complete until it was reduced to practice several months after this disclosure, and so his patent filing fell within the one-year grace period.  The Court unanimously decided that Pfaff’s invention was substantially complete when he accepted an order from Texas Instruments shortly after the disclosure, which resulted in invalidating the patent.  Justice Stevens characterized this patent rule as “a limiting provision . . . [intended to] confin[e] the duration of the monopoly to the statutory term,”
 that served the public “interest in avoiding monopolies that unnecessarily stifle competition.”
  Wells Electronics was one of the competitors entitled to practice the invention because of Pfaff’s unjustified delay in filing the patent.

Quality King raised the question whether copyright law’s exclusive right to control importation of protected works was limited by copyright’s first sale rule.
  The Court unanimously concluded that it was.  Justice Stevens wrote:  “The whole point of the first sale doctrine is that once the copyright owner places a copyrighted item in the stream of commerce by selling it, he has exhausted his exclusive statutory right to control its distribution.”
  Justice Stevens pointed out that Quality King was “an unusual copyright case” because the defendant was charged with copyright infringement not because it had copied L’Anza’s copyrighted work—in this case, labels for bottles of shampoo—but only because it had imported the shampoo lawfully purchased abroad.
  Justice Stevens observed that “L’Anza is primarily interested in protecting the integrity of its method of marketing the products to which the labels are affixed.”
  This was not the kind of interest copyright law was intended to protect.

On three occasions, Justice Stevens was the lone dissenter for lower protectionist positions.
  In Park ‘N Fly, Inc. v. Dollar Park and Fly, Inc.,
 for example, Justice Stevens took issue with the Court’s conclusion that a descriptive mark should be insulated from challenge once it had obtained “incontestable” status.
  Trademark law did not define this term, he noted, and in at least twenty situations, an “incontestable” mark could, in fact, be contested.
  “There is a well-recognized public interest,” he said, “in prohibiting the commercial monopolization of phrases such as ‘park and fly.’”
  Such language, he added, “belongs to the public unless Congress instructs otherwise,”
 which he believed it had not on this issue.

One of Justice Stevens’s most impassioned lower protectionist opinions is his dissent from the Court’s decision to uphold the constitutionality of the Copyright Term Extension Act (CTEA) in Eldred v. Ashcroft.
  Web-based publisher Eric Eldred challenged the retroactive grant of twenty additional years of exclusive rights for copyrights in existing works, arguing that the Constitution forbids a grant of exclusive rights without a quid pro quo of a newly original work to justify it; Eldred also argued that the lengthened copyright terms were virtually perpetual in violation of the “limited times” provision of the Constitution.

In Justice Stevens’s view, the “limited [t]imes” requirement “serves the ultimate purpose of promoting the ‘Progress of Science and useful Arts’ by guaranteeing that those innovations will enter the public domain as soon as the period of exclusivity expires.”
  Public access to creative work is, in his view, “the ultimate purpose” of Article I, § 8, clause 8.
  Consequently, members of the public, such as Eldred, “were entitled to rely on a promised access to copyrighted or patented works at the expiration of the terms specified when the exclusive privileges were granted.”
  Retroactive extension of IP rights serves “[n]either the purpose of encouraging new [innovations] nor the overriding interest in advancing progress by adding knowledge to the public domain.”
  The Court’s ruling treated “the public interest in free access to copyrighted works [as] entirely worthless”
 and gave authors a “windfall solely based on completed creative activity.”
  The Court’s reasoning would permit perpetual copyrights as long as copyright terms were extended whenever they were about to expire.  “By failing to protect the public interest in free access to the products of inventive and artistic genius—indeed, by virtually ignoring the central purpose of the Copyright/Patent Clause—the Court has quit-claimed to Congress its principal responsibility in this area of the law.”

From these and others of his decisions, several themes of Justice Stevens’s IP jurisprudence are evident.  Most evident is his characterization of IP rights as limited statutory monopolies, which must carefully balance the interests of innovators and those of the public.  When Congress has not clearly expressed its intent to extend protection as far as a plaintiff would like, Justice Stevens tends to construe the monopoly right narrowly because of the impacts that broad rulings will have on competition, commerce, and public access to knowledge.  Justice Stevens takes statutory limitations on exclusive rights of IP owners seriously and considers the impact of the Court’s ruling on the public’s interests, as well as on the parties to the lawsuits.  Many of his decisions invoke the Copyright/Patent Clause (as he calls it) or constitutional values as important influences in the interpretive process.  Yet, his decisions are informed by more than just the statutory language, legislative history, prior rulings, and constitutional theory; they are also grounded in practical realities.  Nowhere are these themes more evident than in Justice Stevens’s opinion for the Court in Sony v. Universal.

III.  Sony v. Universal

The first U.S. copyright case to challenge the sale of a technology designed for use to make copies of copyrighted works was initiated by Universal City Studios against Sony Corp. (“Sony”) in 1976.  Universal claimed that Sony sold Betamax machines, knowing or having reason to know that its customers would use these machines to make unauthorized copies of copyrighted programs, including those produced by Universal and its co-plaintiff Disney, in violation of the exclusive right granted by copyright law to control the reproduction of their works in copies.
  Sony’s ads promoted use of Betamax to “record [your] favorite shows” and “build a library,”
 and survey evidence showed that the primary use of Betamax machines was to make copies of programs for time-shifting purposes.
  The evidence also showed that more than forty per cent of Betamax users had built libraries of programs taped from broadcast television.

Sony defended this lawsuit by asserting that its Betamax machines had many non-infringing uses, including copying programs whose copyright owners did not object and copying public domain materials.
  It also argued that time-shift copying was fair use and that Congress had intended to exempt private use home taping from radio or TV from claims of copyright infringement.
  Sony argued that the non-infringing capabilities of Betamax should, as in patent law, insulate Sony from claims of contributory infringement.

In 1979, after a five week trial, the trial court ruled in Sony’s favor.
  In 1981, the Ninth Circuit reversed.
  It disputed the appropriateness of importing patent law’s “staple article of commerce” rule into copyright law,
 and held that time-shift copying of televised movies constituted infringement because such copying was a consumptive, rather than a productive, use of the copyrighted work.
  Because the primary use of Betamax machines was to facilitate copyright infringement and Sony knew that its customers were making infringing copies of copyrighted works, the Ninth Circuit held Sony responsible for these infringements.
  The Supreme Court accepted Sony’s petition for certiorari in 1982.
  The Court heard oral arguments in the Sony case in two separate terms, and finally issued its ruling in favor of Sony, by a 5-4 vote, in 1984.

Much is now known about the Court’s deliberations in this case because over the years, papers of some Justices have become publicly accessible.
  At the Court’s first conference on the case, the expectation was that Justice Blackmun would be writing a majority opinion upholding the Ninth Circuit.
  After Justice Stevens circulated a draft dissent explaining why he believed that making a single copy of a television program in the privacy of one’s home is not infringement,
 some Justices became receptive to the argument that time-shifting was a fair use.
  Justice Stevens made a number of changes to his opinion in response to concerns expressed by other Justices.
  His revised opinion eventually attracted support from Justices Brennan, O’Connor, Burger, and White.
  Justices Marshall, Powell, and Rehnquist joined what became Justice Blackmun’s dissent.
  The Stevens majority and Blackmun dissenting opinions are notable not simply for their differing interpretations of the legal issues presented by the case, but also for the very different frameworks they employ for analyzing copyright issues.

Justice Stevens began the analysis in Sony with Article I, section 8, clause 8, the constitutional provision that gives Congress power “[t]o “Promote the Progress of Science and useful Arts, by securing for limited Times to Authors . . . the exclusive Right to their respective Writings . . . .”
  The opinion next observed that “[t]he monopoly privileges that Congress may authorize are neither unlimited nor primarily designed to provide a special private benefit.”
  The primary objective in granting authors and inventors a limited monopoly in their innovations is not to reward them for what they have produced, but to induce them to provide the public with “appropriate access to their work product.”
  The task for Congress is to formulate a “difficult balance between the interests of authors and inventors in the control and exploitation of their writings and discoveries on the one hand, and society’s competing interest in the free flow of ideas, information, and commerce on the other hand.”

While copyright law had evolved over time in response to new technologies,
 a “recurring theme” of the Court’s jurisprudence in new technology cases has been “[t]he judiciary’s reluctance to expand the protections afforded by the copyright without explicit legislative guidance.”
  After citing several cases in which the Court had rejected arguments for expansive protection when new technologies posed legal questions not contemplated by the legislature,
 the Sony opinion went on to say that “[s]ound policy, as well as history, supports our consistent deference to Congress when major technological innovations alter the market for copyrighted materials.”
  The reason was simple:  “Congress has the constitutional authority and the institutional ability to accommodate fully the varied permutations of competing interests that are inevitably implicated by such new technology.”

The next section begins with the observation that copyright law “does not expressly render anyone liable for infringement committed by another.”
  As Justice Stevens explains, however, the Court had upheld an indirect liability claim in Kalem Co. v. Harper Bros. as to the producer of “an unauthorized film dramatization of the copyrighted book Ben Hur . . . for his sale of the motion picture to jobbers, who in turn arranged for the commercial exhibition of the film.”
  Universal argued that “Kalem stands for the proposition that supplying the ‘means’ to accomplish an infringing activity and encouraging that activity through advertisement are sufficient to establish liability for copyright infringement.”
  This was, Justice Stevens opined, a “gross generalization that cannot withstand scrutiny.”
  Sony, after all, was not supplying infringing copies of copyrighted works to users of its Betamax machines.  While it may be “manifestly just” to impose secondary liability upon a person who is “in a position to control the use of copyrighted works by others and [] authorized the use without permission from the copyright owner,” the Sony case “d[id] not fall in that category.”

Sony could only be held liable on the theory “that it has sold equipment with constructive knowledge that its customers may use that equipment to make unauthorized copies of copyrighted material.”
  There was, however, “no precedent in the law of copyright for the imposition of [secondary] liability on such a theory,”
 nor any basis in the copyright statute.  Holding Sony liable on this theory would, Justice Stevens recognized, have significant impacts on other parties besides Universal, including copyright owners who favored use of Betamax machines to make time-shift copying of their programs, members of the public who wanted access to these technologies to make authorized and fair uses of them, and of course, Sony and other technology developers who wanted to make and sell these technologies.
  “When a charge of contributory infringement is predicated entirely on the sale of an article of commerce that is used by the purchaser to infringe [an intellectual property right], the public interest in access to that article of commerce is necessarily implicated.”
  By the time the Court heard oral argument again in Sony for the second time, 9.5 million American households had Betamax machines.

Justice Stevens observed that Congress had resolved a similar tension in patent law by providing that contributory liability could only be imposed on a technology developer when it makes and sells a device that has been “especially made or especially adapted for use in an infringement of [a] patent.”
  Sales of staple articles of commerce, that is, technologies that are “suitable for substantial non-infringing use” are exempt from contributory liability in patent law.
  The public has a legitimate interest in having access to staple articles of commerce in order to enjoy them for their non-infringing uses.

Justice Stevens characterized as “extraordinary” Universal’s suggestion that “the Copyright Act confers upon all copyright owners collectively, much less [on Universal and its co-plaintiff Disney], the exclusive right to distribute VTRs simply because they may be used to infringe copyrights.”
  This would stretch the limited monopoly granted in the Copyright Act beyond its statutory bounds.
  The Sony decision recognized that Congress had decided that selling staple article of commerce should not constitute contributory patent infringement and concluded that “the sale of copying equipment, like the sale of other articles of commerce, does not constitute contributory infringement if the product is widely used for legitimate, unobjectionable purposes.”
  Indeed, Sony stated, “it need merely be capable of substantial noninfringing uses.”

Stevens’s opinion then turned to whether the Betamax had and was capable of substantial non-infringing uses.  Sony had produced evidence that many copyright owners did not object to time-shift copying of their programs and some had authorized time-shifting.
  But the Sony opinion went on to explain why a majority of the Court concluded unauthorized time-shifting was fair use.
  This use was fair, Sony opined, because it was private and noncommercial; because it merely allowed someone to watch at a later time a program he/she was welcome to view for free; because although home taping copied whole programs,
 users commonly taped over programs after viewing them;
 and because Universal had stipulated that it had not yet suffered any harm, and evidence of future harm was, in the Court’s view, “speculative.”

Sony announced that private noncommercial copying of copyrighted materials should be presumed fair (thereby shifting the burden of proof of unfairness to the copyright owner),
 and second, that copyright owners had to prove that “the particular use is harmful, or that if it should become widespread, it would adversely affect the potential market for the copyrighted work,” or that “some meaningful likelihood of future harm exists.”
  Prohibiting noncommercial uses that had “no demonstrable effect upon the potential market for, or the value of, the copyrighted work . . . would merely inhibit access to ideas without any countervailing benefit.”

The Sony opinion concluded with this trenchant observation:


One may search the Copyright Act in vain for any sign that the elected representatives of the millions of people who watch television every day have made it unlawful to copy a program for later viewing at home, or have enacted a flat prohibition against the sale of machines that make such copying possible.

Congress may well “take a fresh look at this new technology, just as it so often has examined other innovations in the past.”
  But having found no basis in the copyright statute “as it now reads,” the Ninth Circuit’s ruling “must be reversed.”

Justice Blackmun’s dissent is strikingly different in structure and tone from Justice Stevens’s opinion for the majority.  Blackmun’s starting point was the congressional grant to copyright owners of an exclusive right to control reproductions of their works in copies.
  Even a single copy could infringe this exclusive right.
  Congress had considered and rejected the idea of creating an exception for private noncommercial copies,
 so unless a private copy qualified as a fair use, it was an infringement.

Justice Blackmun explained at considerable length why he believed time-shifting did not qualify as a fair use.
  Fair use was, he argued, intended to permit productive uses of existing works, such as scholarly quotations from preexisting works, but not for ordinary consumptive uses, such as watching a program at a later time.
  Scholars and other productive users of copyrighted works contributed new knowledge that justified the “subsidy” that fair use imposed on authors.
  “There is no indication that the fair use doctrine has any application for purely personal consumption on the scale involved in this case . . . .”

Most time-shifting was, moreover of entertainment programs, not news or informational works, which cut against fair use.
  The amount and substantiality of the copying was, in Justice Blackmun’s view, “even more devastating to the Court’s interpretation”
 because time-shifting typically involved copying whole programs.  In his view, copying of entire works “might alone be sufficient to preclude a finding of fair use.”

Blackmun’s dissent was especially critical of Stevens’s opinion for failing to consider “the effect of the [challenged] use upon the potential market for or value of the copyrighted work,”
 as the fair use provision directed.  In Justice Blackmun’s view, a prospective fair user “cannot prevail merely by demonstrating that the copyright holder suffered no net harm from [his] action[s];” indeed, “even a showing that the infringement has resulted in a net benefit to the copyright holder will not suffice.”
  To prevail, the fair use claimant “must demonstrate that he had not impaired the copyright holder’s ability to demand compensation from (or to deny access to) any group who would otherwise be willing to pay to see or hear the copyrighted work.”
  Universal had identified “a number of ways in which VTR recording could damage their copyrights,”
 and had shown harm to a new potential market consisting of those persons who “are willing to pay for the privilege of watching copyrighted [programs] at their convenience.”

Turning to contributory infringement, the Blackmun dissent observed that “[f]rom [Universal’s] perspective, the consequences of home VTR recording are the same as if a business had taped [its] works off the air, duplicated the tapes, and sold or rented them to members of the public for home viewing.”
  Neither “formal control over the infring[er]” nor “actual knowledge of particular instances of infringement”
 was necessary to establish contributory liability, in Justice Blackmun’s view.  Constructive knowledge of infringement sufficed,
 and “Sony had reason to know the Betamax would be used by some owners to tape copyrighted works off the air.”
  Indeed, Sony’s ads encouraged them to do so.

Justice Blackmun regarded the staple article rule of patent law to be “based in part on considerations irrelevant to the field of copyright,” and so it should not “be imported wholesale into copyright law.”
  Yet, he recognized that “many of the concerns underlying the ‘staple article of commerce’ doctrine are present in copyright as well.”
  For him, the question was whether “virtually all of the product’s use [] is to infringe” or whether “a significant portion of the product’s use is non-infringing.”
  Justice Blackmun would have sent Sony back to the lower courts for more precise findings about the relative proportions of infringing and non-infringing uses of Betamax machines.

The concluding parts of Justice Blackmun’s dissent contain some stinging indictments of the majority opinion.  It criticized the Court for “dramatically [altering] the doctrines of fair use and contributory infringement as they have been developed by Congress.”
  The decision “erodes much of the coherence that these doctrines have struggled to achieve.”
  Justice Blackmun also criticized the majority opinion for “confus[ing] the question of liability with the difficulty of fashioning an appropriate remedy.”
  He believed it was possible to accommodate the concerns of broadcasters who supported time-shift copying by ordering Sony to pay a royalty to copyright owners or “Sony may be able . . . to build a VTR that enables broadcasters to scramble the signal of individual programs and ‘jam’ the unauthorized recording of them.”
  The majority’s willingness to allow manufacturers to escape liability if their technologies were capable of substantial non-infringing uses “essentially eviscerates the concept of contributory infringement,” for “[o]nly the most unimaginative manufacturer would be unable to demonstrate” such capability.

Even without these criticisms, the contrast between Justice Stevens’s and Justice Blackmun’s opinions in Sony is unmistakable.  For Justice Stevens, the starting point was the consideration of copyright as a limited monopoly right.  In the absence of a clear congressional direction about the legality of time-shifting or other private copying or about liability of technology developers for infringing acts of users, the Court should construe the monopoly rights narrowly.  A broad rule would interfere with legitimate interests of the public in access to the technology and to programs shown on broadcast television which they could not watch at the scheduled hour, as well as with the interests of other copyright owners and with commerce.

For Justice Blackmun, the starting point was the exclusive property right the law granted authors to control copying of copyrighted works.  Any copy was infringing unless it qualified as a fair use either because of its productive character or because it caused truly de minimis harm.
  Copyright owners were entitled to control not only existing but also potential markets.  If copyright owners were able to find ways to charge for new uses of their works, such as time-shifting, they were entitled to control these markets.

Had Justice Blackmun’s framework of analysis been adopted by the Court in Sony, many legal developments discussed below as the legacy of Sony would have been unlikely, impossible, or at least far more difficult to achieve.  Stevens and Blackmun could hardly be more different in their interpretations of fair use, and in the manner in which they approach judicial decision-making on copyright issues.  Justice Stevens’s limited monopoly framework asks courts to consider what the copyright law says (or does not say) about the legal issue presented in a particular case, what Congress anticipated when enacting that language, and how public interest in access to copyrighted works and to technology will be affected by the court’s decision.  “‘When technological change has rendered its literal terms ambiguous, the Copyright Act must be construed in light of [its] basic purpose,’” 
 which, in Justice Stevens’s view, lies in promoting public access to knowledge.
  Justice Blackmun’s proprietarian framework, by contrast, focuses on whether there has been unauthorized (and hence presumptively unfair) copying and whether there is a potential market to charge users for such copying.

IV.  The Legacy of Sony
The most obvious and most commercially significant legacy of Sony is the safe harbor it established for technologies having or capable of having substantial non-infringing uses.  Sony has been characterized as the “Magna Carta” of the information technology industry.
  Without the safe harbor it provides, tape recorders, photocopiers, CD burners, CD ripping software, iPods and MP3 players, and a host of other technologies that facilitate private or personal use copying might have never become widely available.
  While Jessica Litman may be right that Sony has not insulated all makers of reprography technologies from lawsuits,
 this is not because of ambiguities or deficiencies in the safe harbor, but rather because the entertainment industry has been unwilling to accept that Sony really established the safe harbor it announced.
  In Metro-Goldwyn-Mayer Studios, Inc. v. Grokster, Ltd.,
 the entertainment industry believed the right factual circumstances were in place—its expert opined that nearly ninety percent of the uses of peer to peer technologies were infringing or likely infringing
—for overturning or substantially narrowing the Sony safe harbor.  Although the Court did rule in favor of Metro-Goldwyn-Mayer (“MGM”) and directed the lower courts to consider whether Grokster had induced user infringements,
 it saw no need to revisit the Sony safe harbor or quantify the level of infringement that would disqualify a firm from raising it, as MGM wanted.

This section considers the legacy of Justice Stevens’s opinion in Sony in and beyond the safe harbor it established for technologies suitable for substantial non-infringing uses.  Sony has been highly influential in new technology cases, such as those permitting reverse engineering of computer programs and development of add-on software, and those limiting liability of Internet service providers and search engines.
  Digital access initiatives, such as the Internet Archive and Google’s Book Search Project,
 rely on Sony as a key supporting precedent.  Had Justice Blackmun’s fair use analysis prevailed in Sony, few, if any, of these developments would have survived copyright challenges.

A.  Safe Harbor for Technologies with Substantial Non-Infringing Uses
That Sony established a safe harbor for technologies having a substantial non-infringing use was recognized in Vault Corp. v. Quaid Software, Ltd.
  Prolok, Vault’s copy-protection software, enabled application software developers to use it to prevent their customers from making unauthorized copies of programs loaded onto Prolok-protected disks.
  Quaid reverse-engineered Prolok and developed and commercially distributed a program called CopyWrite, a feature of which, Ramkey, could unlock Prolok and enable users to make unauthorized copies of application software.
  Vault claimed, among other things, that Quaid was liable for contributory copyright infringement because of the Ramkey feature.
  Vault asserted that Quaid knew that Ramkey would be widely used to enable infringement, and the court took notice of the high rate of software “piracy” that explained why firms might want to use technologies such as Prolok to prevent it.

Quaid argued that Sony protected it from the contributory infringement claim because its software was capable of a substantial non-infringing use, namely, enabling users to make backup copies of software, which copyright law expressly permitted.
  The appellate court rejected Vault’s narrow interpretation of the backup copying privilege, and ruled that under Sony, Quaid could not be held liable for contributory infringement because of its utility for backup copying.

Not every defendant who has raised a Sony safe harbor defense has succeeded.
  When Sega sued the operator of a commercial bulletin board service that had been charging fees to users for the privilege of up- and downloading Sega games and providing users with software enabling them to strip the games off Sega disks, MAPHIA (yes, that really was the operator’s moniker) claimed that Sony shielded his activities.
  MAPHIA claimed to be enabling private noncommercial copying of Sega games under Sony; the software he provided for ripping games from their disks was capable of substantial non-infringing uses, and, he asserted, lawful under Sony.  Yet because MAPHIA was actively encouraging his customers to make infringing copies of Sega games and charging them money for the privilege, the court found MAPHIA’s Sony defense unpersuasive and held him liable for contributory infringement.

The Sony safe harbor was not significantly challenged as a copyright rule until the emergence of peer to peer (“p2p”) file sharing technologies such as Napster.  Napster developed software that enabled its many millions of registered users to share MP3 files of recorded music via the Internet.
  Napster maintained a centralized search and directory system through which users of its client-side software could search for files of music they desired by album, song title, or artist name; upon finding the desired match, users could download the music directly from computers of their peers whose directories included the desired files.  Because copies did not pass through and were not stored on Napster’s central servers, Napster was not a direct infringer,
 but A&M Records, among others, sued Napster for contributory and vicarious infringement.

Napster’s principal defense was its eligibility for the Sony safe harbor because of the authorized and fair uses it enabled and the capabilities of its system for a wide range of non-infringing uses.
  The trial court rejected Napster’s Sony safe harbor defense and granted A&M Records’ motion for preliminary injunction, finding it was likely to succeed in establishing secondary liability of Napster for user infringements.

The Ninth Circuit affirmed the trial court’s rulings on secondary liability.
  It agreed with the trial court that downloading MP3 files with the aid of Napster was not fair use, even for space-shifting and sampling purposes.
  Napster knew it was contributing to user infringements and provided the sites and facilities for user infringements, and hence was a contributory infringer.
  The Sony safe harbor did not apply, the Ninth Circuit opined, if one had actual knowledge of infringements or if one was charged with vicarious infringement.
  Napster was a vicarious infringer, the court held, because it had the right and ability to control its registered users and their infringements, and having failed to exercise this control to prevent infringements, it should be held responsible for them.
  Yet the Ninth Circuit chided the trial court for not considering the non-infringing capabilities of Napster
 and reversed in part because of overbreadth of the injunction.

Emboldened by the success against Napster, major recording firms sued Aimster, another p2p file sharing service, making several arguments aimed at confining Sony to its facts.  They argued, for example, that secondary liability could be imposed:  1) if the primary use of the defendant’s system was infringing; 2) if the defendant was providing a service, instead of a device (such as a Betamax machine); 3) if there was an ongoing relationship between the defendant and its infringing users; 4) the defendant enabled more than home copying (e.g., distribution of copies); and 5) if the system was specifically designed to enable infringement.
  Such arguments were, the court concluded, addressed to the wrong forum (i.e., the arguments should be made to Congress, not the courts).

The Seventh Circuit did, however, affirm a preliminary injunction against Aimster as an indirect infringer.
  Aimster had not shown, the court said, that it qualified for the Sony safe harbor:  “Aimster has failed to produce any evidence that its service has ever been used for a noninfringing use, let alone evidence concerning the frequency of such uses.”
  Although the Aimster decision articulates several possible non-infringing uses of the system, the court opined that merely being capable of a non-infringing use does not qualify a technology developer for the Sony safe harbor.

Strongly supporting the Seventh Circuit’s ruling were two key facts about Aimster:  that its site offered a tutorial showing users how to find and share copyrighted music they desired (that is, how to engage in infringing uses of the system) and that it offered a “premium” service for a monthly fee that gave users access to a service making it easy to obtain the “top 40” songs available via Aimster.

Judge Posner’s opinion in Aimster did not rest its conclusion about secondary liability on these features.  It proposed instead that courts should use a cost-benefit test for determining secondary liability of technology developers for user copyright infringements.  Under the test, courts would consider how costly it would be to develop infringement-inhibiting technical designs and how much infringement would be averted thereby.  Unless it would be “disproportionately costly” to prevent infringements, technologists who failed to incorporate infringement-inhibiting features should be held responsible for infringements that ensue.

When faced with the entertainment industry’s appeal in yet another p2p file sharing technology case in Metro-Goldwyn-Mayer Studios, Inc. v. Grokster, Ltd., 
 the Ninth Circuit accepted the Sony safe harbor as the proper framework for analysis.  The lower court had correctly ruled, it said, that the current version of Grokster’s software qualified for the Sony safe harbor from contributory liability because Grokster offered proof that its software was being used for many non-infringing uses and was capable of many more.
  The court concluded that vicarious liability could not be imposed on Grokster because the decentralized architecture of its system made it impossible for it to exercise control over its users.
  MGM did not persuade the court that Grokster should be vicariously liable for infringement because it failed to build infringement-inhibiting features, such as filters, into its system.
  Invoking Sony, the court told MGM to take its pleas for alternative secondary liability rules to Congress.

After the Supreme Court granted MGM’s petition for certiorari,
 MGM and legions of amici wrote briefs criticizing the Ninth Circuit’s ruling and the Sony safe harbor and proposing many alternative tests and frameworks for analysis.
  Grokster and its amici circled wagons around the Sony safe harbor as a sound legal principle that had stood the test of time and appropriately balanced the interests of copyright owners, technology developers and the public, and if change was needed to secondary liability rules, Congress, not the courts, should make it.

Although the Supreme Court reversed the Ninth Circuit’s holding, it did not repudiate the Sony safe harbor for technologies having substantial non-infringing uses, as MGM had hoped.
  MGM was unable to persuade the Court to adopt any of the far broader secondary liability rules for which it argued.
  Justice Souter’s opinion for the Court pointed out that the Sony safe harbor “leaves breathing room for innovation and a vigorous commerce.”
  The Court explained at some length the rationale for recognizing a safe harbor from secondary liability for those who make or sell technologies with substantial non-infringing uses.
  When a product is “‘good for nothing else but infringement’ [citation omitted], there is no legitimate public interest in its unlicensed availability, and there is no injustice in presuming or imputing an intent to infringe.”
  In Sony, “the only conceivable basis for imposing liability was on a theory of contributory infringement arising from its sale of VCRs to consumers with knowledge that some would use them to infringe,”
 and a now unanimous Court agreed that this theory simply went too far.  The Court warned against interpreting its decision in Grokster in a manner that would tread too closely on the Sony safe harbor.

B.  Inducing Copyright Infringement
The Supreme Court could easily have decided in Grokster that inducing copyright infringement should be a basis for secondary liability without invoking Sony.
  Because the Court’s rationale for this ruling was so interconnected with its explanation of the soundness of its ruling in Sony,
 it is fair to treat Grokster’s inducement standard as another facet of Sony’s legacy.

The Court acknowledged that Sony had barred imposing secondary liability “based on presuming or imputing intent to cause infringement solely from the design or distribution of a product capable of substantial lawful use.”
  But Sony should not be construed to mean that “the producer [of a technology suitable for non-infringing uses] can never be held contributorily liable for third parties’ infringing use of it.”
  The Court observed that “where evidence goes beyond a product’s characteristics or the knowledge that it may be put to infringing uses, and shows statements or actions directed to promoting infringement, Sony’s staple-article rule will not preclude liability.”
  Because there was such evidence in Grokster, the Court remanded the case for assessment of Grokster’s liability on an active inducement theory.

The Court’s decision in Grokster to import patent law’s inducement rule into copyright presages that copyright owners will have to meet a stiff burden of proof to establish inducement liability.
  Patent law requires proof of overt acts of inducement,
 such as advertising that actively promotes infringing uses or instruction manuals that show users how to infringe, as well as proof of a specific intent to induce infringement.
  There must also be infringing acts that were induced by this defendant.
  The caselaw on patent inducement liability makes clear that merely making or selling an infringement-enabling technology is not inducement, even if the technology is widely used for infringing purposes.
  The Court in Grokster similarly opined that “mere knowledge of infringing potential or of actual infringing uses” would not give rise to inducement liability, nor “would ordinary acts incident to product distribution, such as offering customers technical support or product updates . . . .”
  Inducement liability requires proof of “purposeful, culpable expression and conduct . . . .”
  High standards of proof for inducement liability will ensure that secondary liability rules would not “compromise legitimate commerce or discourage innovation having a lawful promise.”

C.  Statutory Overrides of the Sony Safe Harbor
Twice during the 1990s, Congress decided that copyright owners would be too vulnerable to substantial volumes of unlawful copying unless there was some statutory adjustment to the Sony safe harbor rule for specific technologies.  By enacting the Audio Home Recording Act (AHRA) in 1992, Congress decided to regulate digital audiotape recorder (DAR) technologies,
 and in the Digital Millennium Copyright Act (DMCA) of 1998, it chose to regulate technologies primarily designed to circumvent technical protection measures (TPMs) used by copyright owners to protect their works.

These laws are a legacy of Sony for at least three reasons:  because Congress has accepted the Sony safe harbor as a default rule for limiting technology developer liability; because statutory overrides to the safe harbor require a showing of serious threats to copyright owner interests; and because even these statutory overrides incorporate some limiting principles from Sony.

The AHRA, for example, was compromise legislation that responded to the emergence of DAR technologies designed to allow consumers not only to play recorded music, but also to make copies of DAR recordings.  “From the consumer’s viewpoint, the advantage was that, unlike analog tapes, whose sound quality deteriorates with each successive copy, digital tapes promised not only flawless reproductions from original tapes but equally flawless copies of copies.”
  Because DAR devices had and were capable of substantial non-infringing uses, 
 the sound recording industry was unlikely to succeed in any contributory infringement lawsuit against makers of these machines.  The recording industry first sought a moratorium on the sale and distribution of DATs in the U.S. and then a legislative mandate to require DATs to incorporate a TPM to prevent copying of copyrighted sound recordings.

The AHRA, which was enacted in 1991, required consumer-grade DAR machines to have a serial copy management system (SCMS) chip that prevents users from being able to make successive generations of perfect digital copies of copyrighted sound recordings.
  However, recognizing consumer interests in and expectations of personal use copying, SCMS chips were designed to allow users to make first-generation personal use copies of sound recordings.
  The AHRA provided immunity from infringement liability for noncommercial copies of DAR and analog sound recordings,
 arguably codifying Sony’s safe harbor for private non-commercial copying of this class of copyrighted works.
  To respond to the interests of composers of music and their publishers, the AHRA also mandated a small per cent tax on DAR devices and tapes so that authors of music would be able to benefit from this new market.

The AHRA regulations were intentionally drawn narrowly to exclude from coverage computers and other information technologies.
  When the recording industry sued the maker of an early MP3 player lacking an SCMS chip for violating the AHRA, the Ninth Circuit Court of Appeals ruled that MP3 players were not subject to that law’s constraints and could be freely sold in the market.
  For this and other reasons,
 the AHRA has not proven to be a significant limit on the Sony safe harbor.

The DMCA anti-circumvention rules, in contrast, have had an impact on the availability of certain technologies that would otherwise have qualified for the Sony safe harbor.  RealNetworks, for example, was able to get a preliminary injunction to stop technology developer Streambox from offering software called “Streambox VCR” to allow users to make personal use copies of streamed music because of a technical protection measure (TPM) that owners of the music had used to prevent downloading.
  Streambox argued that it was entitled to offer this product because of its substantial non-infringing uses under Sony.  The court concluded that the DMCA anti-circumvention rules had overridden Sony as to technically protected copyrighted content.

The most strident and Blackmun-like of the DMCA cases thus far has been Universal City Studios, Inc. v. Reimerdes.
  Universal and co-plaintiffs charged Eric Corley (aka Emmanuel Goldstein), a journalist who published an online news magazine focused on developments of interest to the computer hacking community, with violating the DMCA because Corley posted a copy of a program known as DeCSS on his website as part of his coverage of the story of the development of this program designed to bypass the Content Scramble System (CSS) used to protect DVD movies.  Corley also linked to sites where DeCSS could be found.  Corley’s primary defense was a facial challenge to the DMCA anti-circumvention rules as an unconstitutional abridgement of free speech.
  The trial court interpreted the DMCA rules very strictly and held that Corley had violated them both in posting and linking to DeCSS.
  Although many commentators have suggested that some fair use hacking of TPMs should be permissible,
 the court rejected fair use and other limiting principles proposed by Corley and his amici.
  Yet, despite the Reimerdes decision, DeCSS remains widely available on the Internet.

More recent cases have conceived of the DMCA anti-circumvention rules as intended to confer a limited monopoly right that plaintiffs can only invoke when bypassing a TPM either causes or poses a serious threat of copyright infringement.  In Lexmark International, Inc. v. Static Control Components, Inc.,
 for example, the Sixth Circuit Court of Appeals ruled that Static Control had not violated the DMCA anti-circumvention rules when it installed software in printer cartridges that bypassed an access control that Lexmark used in its printers so that only Lexmark cartridges would be compatible with that firm’s printers.  Although Lexmark’s claim was plausible under the interpretation of the anti-circumvention rules in Reimerdes,
 the court recognized that the DMCA rules had been adopted to prevent copyright infringements, not competition among makers of printer cartridges.


Nowhere in its deliberations over the DMCA did Congress express an interest in creating liability for the circumvention of technological measures designed to prevent consumers from using consumer goods while leaving the copyrightable content of a work unprotected.  In fact, Congress added the interoperability provision in part to ensure that the DMCA would not diminish the benefit to consumers of interoperable devices “in the consumer electronics environment.”

The Federal Circuit has taken a similarly restrictive view of the anti-circumvention rules, saying plaintiffs must prove that the circumvention of the technological measure either “infringes or facilitates infringing a right protected by the Copyright Act.”
  In the lingo of Justice Stevens’s opinion in Sony, courts in DMCA cases should construe exclusive rights narrowly and in light of the overall purposes of the law unless Congress has made explicit that the monopoly right should be construed as the plaintiff has requested.  Otherwise, innovation and competition may be unreasonably restricted.

D.  Private or Personal Use Copying
Sony has also had a profound impact on the perceived legality of private or personal use copying.  Few subjects in copyright law have given rise to more contention than whether, or to what extent, private or personal use copying is lawful.
  In a memorandum prepared while the Court was considering Sony, Justice Stevens questioned whether private or personal use copying should ever be considered infringing,
 while Justice Blackmun questioned whether private or personal use copying should ever be lawful insofar as the copier consumed the work, rather than making productive use of it, insofar as the whole of the work was copied, and insofar as the rights holders might wish to charge a fee for the privilege of making a private or personal copy.
  Justice Stevens was able to persuade four of his colleagues to accept not only that time-shift copying was fair, but also that private noncommercial copying should be deemed presumptively fair.

The legality of private or personal use copying has rarely been tested in litigation because such copying tends to occur in low visibility circumstances; even if such copying is detected, it is generally not cost efficient to bring a lawsuit to challenge it.
  The general public’s view of private or personal use copying is, however, far closer to the views expressed in Justice Stevens’s opinion in Sony than to those expressed by Justice Blackmun.
  Private or personal use copying has, if anything, become more prevalent since Sony.
  This has posed significant challenges for copyright industries who would like to extend their markets for delivering content to the home or to consumers’ personal devices.

The split within the Court in Sony over private or personal use copying was almost certainly colored by a case that had come before the Court shortly before Justice Stevens joined the Court.  In Williams & Wilkins Co. v. United States,
 a publisher argued that a photocopying service provided by the library of the National Institutes of Health (NIH) was engaged in copyright infringement when it copied articles from the publisher’s Journal of Immunology for NIH researchers.  NIH argued that the copies were fair uses because of the research purposes of those who requested copies and of NIH, because the works were fact-intensive, and because there was no or only negligible harm to the market as the library had already purchased the journals and individual researchers were unlikely to subscribe if unable to use the library’s copying service.

The trial court agreed with the publisher that this copying was infringement, but the Court of Custom and Patent Appeals agreed with NIH that the copying was fair use.
  The publisher appealed, and the Court agreed to hear the appeal.  During the oral argument, Justice Marshall asked the publishers’ lawyers if members of Congress infringed copyrights when they asked for photocopies of articles relevant to their work, and Justice Burger asked whether members of the Court infringed if they asked for photocopies to be made of a chapter of a book borrowed from the Library of Congress.
  These questions suggested that key members of the Court were sympathetic with NIH’s fair use argument.  Yet, the Court split 4-4 on the fair use issue;
 Justice Blackmun did not take part in the decision.

The case most closely resembling Williams & Wilkins in the subsequent caselaw was American Geophysical Union v. Texaco Inc.
  Publishers of eighty-two scientific and technical journals brought suit against Texaco for copyright infringement arising from photocopying of articles from these journals by Texaco’s 400-500 research scientists.  To limit litigation costs, the parties agreed that Texaco’s fair use defense would be tested by considering eight photocopies in the files of one Texaco researcher, Donald Chickering.

Texaco argued that Chickering’s uses were fair because the copies were personal use copies made to advance research; because the articles copied were fact-intensive and Chickering was only interested in them because of the facts and ideas they contained; because individual articles, not whole journals were copied, and because Texaco had subscribed to the journals at an institutional rate.
  Texaco relied in part on Sony in support of its fair use argument.

The publishers contended, and Judge Newman for a 2-1 majority agreed, that the uses were unfair in a high protectionist analysis akin to that employed by Justice Blackmun in Sony.  The copies were consumptive, rather than productive (that is, the copies did not produce new knowledge), because whole articles were copied, and because the potential market for collecting fees through the Copyright Clearance Center was being harmed by Texaco’s unwillingness to pay for these copies.
  Although publishers also succeeded in a similar lawsuit against photocopy-shops for reproducing academic course-packs for sale to students,
 publishers have thus far not pursued litigation against universities for personal use copies of copyrighted articles made by faculty and students who would arguably present more sympathetic fair use claims that would almost certainly rely on Sony.  Private and personal use copying remains prevalent and widely viewed, at least by members of the public, as fair use.

The Supreme Court did say a few things about private or personal use copying in Grokster.  The main “private” or “personal” use copying issue arguably before the Court was the legality of p2p file sharing of copyrighted sound recordings and music, for Grokster could not be indirectly liable for copyright infringement without proof of infringements to which it had contributed.
  “MGM’s evidence,” said the Court,

gives reason to think that the vast majority of users’ downloads are acts of infringement, and because well over 100 million copies of the software in question are known to have been downloaded, and billions of files are shared across the FastTrack and Gnutella networks each month, the probable scope of copyright infringement is staggering.

The scale and scope of p2p copying, the public nature of the searches and exchanges on the Internet, the copying of whole movies and recorded albums, and the potential for harm to the market make this form of personal use copying an implausible candidate for fair use.

Yet, the Court now appears to be unanimous in regarding time-shift copying as in Sony as a fair use.
  This in itself is a remarkable evolution.  Indeed, the Court in Grokster arguably went further than the majority had been willing to go in Sony when saying that although Sony’s ads had “urged consumers to buy the VCR to ‘record favorite shows’ or ‘build a library’ of recorded programs, neither of these uses was necessarily infringing.”
  This suggests that the Court has a more favorable view about private or personal use copying than the long-ago deep splits in Williams & Wilkins and in Sony might have suggested.

E.  Backup Copying and Space-, Platform- and Format-Shifting
To illustrate the continued vitality of Sony as a precedent supporting fair use for a significant number of private or personal use copies, this subsection will discuss some common personal uses such as backup copying and space-, platform- and format-shifting which I regard as fair uses under Sony.
  Backup copying of digital information is widely considered to be a sound and lawful practice because computers may “crash” or get stolen, either of which may cause users to lose information stored on them.
  Although Congress adopted a special exception that permits backup (archival) copying of programs to accommodate this sound practice,
 there is no comparable provision that privileges backup copying of other digital works, such as electronic books, articles, or music.  I contend that backup copying of this content too is fair use and sound practice.
  The purpose of the use, as in Sony, is private and noncommercial, the copying is typically of content the backup copier is entitled to access and use.  Whole works are copied in the course of backups, but backup copies are only utilized if a problem arises, and the harm to copyright owners is minimal or non-existent.

Very similar arguments can be made that format-shifting, platform-shifting, and space-shifting, as well as time-shifting should be fair uses.
  Format-shifting, that is, transforming a digital file from, for example, a WMA to an MP3 format in order to be able to listen to the file on an MP3 player, is a common and well-accepted practice.
  Platform-shifting, that is, making a copy of a digital work to make it playable on a different device is similarly widely accepted as fair.  During oral argument before the Supreme Court in the Grokster case, MGM’s counsel conceded that “ripping” music from a purchased CD to play on one’s computer or an iPod is fair use. 
  This is a form of platform-shifting.
The Ninth Circuit invoked Sony in opining that space-shifting of digital music does not infringe copyrights.  In Recording Industry Association of America v. Diamond Multimedia Systems,
 the principal question was whether Diamond could make and sell the Rio, a portable music device for playing MP3 files of music, without building into it the SCMS chip required by the AHRA.  The court ruled that the Rio was not covered by the AHRA, and considered its principal use to be lawful:
The Rio merely makes copies in order to render portable, or “space-shift,” those files that already reside on a user’s hard drive. Cf. Sony Corp. of America v. Universal City Studios, 464 U.S. 417, 455, 104 S. Ct. 774, 78 L. Ed. 2d 574 (1984) (holding that “time-shifting” of copyrighted television shows with VCR’s constitutes fair use under the Copyright Act, and thus is not an infringement).  Such copying is paradigmatic noncommercial personal use entirely consistent with the purposes of the Act.

Noncommercial copying of analog sound recordings and digital audio files covered by the AHRA is, moreover, statutorily immunized from copyright liability.

Even though backup and time-, place-, and format-shifting may be easy fair use cases, commercial firms that seek to facilitate such fair uses have encountered legal challenges.  MP3.com, for example, cast itself as a facilitator of customer place-shifting, which it believed was lawful under Sony.  Its “MyMP3.com” service allowed subscribers to store and listen to recordings from CDs they owned from anywhere having an Internet connection.
  MP3.com verified user ownership of CDs for their MP3.com “lockers” in one of two ways:  by having customers load the owned CD onto their networked computers or by verifying purchases of CDs from an online vendor.  To make this new service work, MP3.com purchased thousands of CDs and copied the music from them onto the firm’s servers, from which subscribers could then listen to the music they already owned.  MP3.com argued that the database of music ripped from these CDs was fair use akin to the intermediate copying for reverse engineering purposes that the Ninth Circuit had ruled was fair use in Sega Enterprises Ltd. v. Accolade, Inc.

The trial judge in UMG Recordings, Inc. v. MP3.com, Inc. rejected MP3.com’s fair use argument in a high-protectionist Blackmun-style opinion.
  MP3.com’s purpose in making copies was commercial and non-productive.
  Whole works were copied, and they were entertainment works that tend to enjoy greater protection from fair use than other works.
  The harm to UMG’s market was harm to the licensing fees it would have charged a service like MP3.com to offer such a service.
  To MP3.com’s proffered societal benefits of this service, the court responded:

Any allegedly positive impact of defendant’s activities on plaintiffs’ prior market in no way frees defendant to usurp a further market that directly derives from reproduction of the plaintiffs’ copyrighted works.  This would be so even if the copyrightholder had not yet entered the new market in issue, for a copyrightholder’s “exclusive” rights, derived from the Constitution and the Copyright Act, include the right, within broad limits, to curb the development of such a derivative market by refusing to license a copyrighted work or by doing so only on terms the copyright owner finds acceptable . . . .

Copyright, however, is not designed to afford consumer protection or convenience but, rather, to protect the copyrightholders’ property interests . . . . Stripped to its essence, defendant’s “consumer protection” argument amounts to nothing more than a bald claim that defendant should be able to misappropriate plaintiffs’ property simply because there is a consumer demand for it.  This hardly appeals to the conscience of equity.

The rationale for the MP3.com ruling, like the Texaco ruling discussed above, follow the analytic path articulated in Justice Blackmun’s dissent.
  It may be that Justice Stevens would also have ruled against MP3.com’s fair use defense, but the reasoning he would have used would have likely been quite different.  It is interesting that technology developers are able under Sony to facilitate customers’ fair uses, but service provider-facilitators such as MP3.com have generally not fared well in the modern U.S. copyright caselaw.

F.  Reverse Engineering of Computer Software
Sony was a key precedent relied upon by courts considering whether copies made of computer programs in the course of reverse engineering, undertaken for purposes of achieving interoperability among programs, qualified as fair uses.  This was among the most contentious copyright issues of the late 1980s and early 1990s.
  Reverse-engineering was often necessary in order to get access to information about the program’s functions or interface specifications for achieving interoperability when source code forms of programs were not publicly available.
  Reverse engineering inevitably involves making unauthorized copies of the program code, which some claimed was copyright infringement.

The seminal case on the legality of reverse engineering, as a matter of copyright law, is Sega Enterprises Ltd. v. Accolade, Inc.
  Sega was the maker of the Genesis videogame platform as well as the maker and licensor for videogames for the Genesis platform.  Sega sued Accolade for copyright infringement because Accolade reverse engineered Sega program code in order to discern information necessary for making games that could interoperate with the Genesis platform.
  Accolade’s principal defense was that reverse-engineering copies qualified as fair uses.

Sega responded to this defense with a high protectionist analysis akin to Justice Blackmun’s dissent in Sony:  Accolade’s purpose was commercial, and hence presumptively unfair.
  The information Accolade sought was unpublished, which also weighed against fair use.
  The whole of the program had also been copied.
  Accolade’s reverse engineering had resulted in actual or potential harm to its market, 
 Sega argued, and thus all factors weighed against fair use.

The Ninth Circuit Court of Appeals disagreed with Sega’s fair use analysis.  It rejected as “far too simple” Sega’s argument that Accolade’s commercial purpose should cause its use of Sega’s work to be presumed unfair.
  Among the other relevant considerations were that “Accolade copied Sega’s software solely in order to discover the functional requirements for compatibility with the Genesis console.”
  Accolade had developed its own games independently, and its “identification of the functional requirements for Genesis compatibility has led to an increase in the number of independently developed designed video game programs offered for use with the Genesis console.”
  The only harm Sega could have suffered arose from competition between its games and non-infringing games such as Accolade’s.

In explaining its conclusion that reverse engineering was fair use, the Ninth Circuit relied upon Sony in two key respects.  First, although copying the whole of Sega’s programs did weigh against fair use, the court cited Sony as “‘teach[ing] us that the copying of an entire work does not preclude fair use per se.’”
  Second, the Ninth Circuit cited Sony for the proposition that “[w]hen technological change has rendered an aspect or application of the Copyright Act ambiguous, ‘the Copyright Act must be construed in light of [its] basic purpose.’”
  To construe the law as Sega proposed would defeat, not promote, the basic purposes of copyright law.
  Sega’s argument would “confer[] on the copyright owner a de facto monopoly over [the program’s] ideas and functional concepts.”
  Sony thus contributed to the conceptual groundings for the Sega ruling,
 which has been consistently followed in the years thereafter.

G.  Safe Harbor for Add-on Software
The influence of Sony was also evident in the Ninth Circuit Court of Appeals’ decision in Lewis Galoob Toys, Inc. v. Nintendo of America, Inc.
  Galoob distributed a computer program, known as the “Game Genie,” that allowed owners of copies of Nintendo games to use it in conjunction with the Nintendo games to make some changes in the play of the games, for example, by “extending” the life of a favored character.  Nintendo claimed that the changed play of its games created infringing derivative works and that Galoob was liable for infringement for knowingly contributing to this infringement.  Galoob sought a declaratory judgment of non-infringement.

Because the Game Genie did not permanently change the play of the Nintendo games, the Ninth Circuit questioned whether its use actually created a derivative work,
 but even if it did, the court ruled that use of the Game Genie qualified as a fair use.
  Nintendo characterized Galoob’s purpose in selling the Game Genie as commercial, a factor weighing against fair use, but the Ninth Circuit pointed out that the Court in Sony had directed courts to consider the purpose of individuals engaged in time-shifting Betamax machines, so the proper focus was on the purpose of users of the Game Genie, which was, as in Sony, private and noncommercial.
  The court invoked Sony’s presumption of fairness for private noncommercial activities, such as time-shift copying or using the Game Genie in the privacy of one’s home.
  Nintendo sought to distinguish Sony because it involved copying of copyrighted works, not the making of derivative works:

[T]he consumers in Sony could lawfully copy the copyrighted works because they were invited to view those works free of charge.  Game Genie users, in contrast, are not invited to view derivative works based on Nintendo’s copyrighted works without first paying for that privilege.  Sony cannot be read so narrowly.  It is difficult to imagine that the Court would have reached a different conclusion if Betamax purchasers were skipping portions of copyrighted works or viewing denouements before climaxes.  Sony recognizes that a party who distributes a copyrighted work cannot dictate how that work is to be enjoyed. Consumers may use a Betamax to view copyrighted works at a more convenient time.  They similarly may use a Game Genie to enhance a Nintendo Game cartridge’s audiovisual display in such a way as to make the experience more enjoyable.

Nintendo’s claim that the Game Genie displaced a potential market for altered games did not persuade the Ninth Circuit.  The Ninth Circuit agreed with the trial court that Nintendo had failed to show, as Sony required, a meaningful likelihood of present or future harm.

Huntsman v. Soderbergh
 was a similar lawsuit to test the lawfulness of add-on software enabling individuals who had purchased or rented DVD movies to watch them in a way that enhanced the family viewing experience.
  Huntsman was a principal in one of the software companies that created programs to allow users to skip or mute scenes depicting sex, nudity, violence, and/or profane language.  Huntsman, his firm, and developers of similar technologies asked for a declaratory judgment of non-infringement on trademark and copyright claims being made by director Steven Soderbergh, the Directors Guild, and major movie studios.  Huntsman viewed Galoob and Sony as two precedents strongly supporting his claim of non-infringement.
  Before this lawsuit could proceed to judgment, Congress amended the copyright statute to permit development and distribution of such technologies.
  As in Sony and Galoob, this law protects the autonomy interests of individuals in being able to control their experience as viewers of copyrighted content in the privacy of their homes.

H.  Internet Service and Access Providers
The Sony decision did not contemplate what impact digital technologies and the Internet might have on copyright owners, but its framework for analysis has been influential in a number of cases involving Internet service and access providers.  Prior to enactment of the Digital Millennium Copyright Act (DMCA),
 there was considerable uncertainty about the copyright liability of Internet service (and access) providers (ISPs).  The Clinton Administration asserted that ISPs were directly and appropriately liable for the transmission of infringing files between users because of the temporary copies of copyrighted works made in the random access memory (RAM) of ISP computers in the course of transmission, as well as for infringing copies stored on ISP computers in individual user accounts, even those of which ISPs were ignorant.
  The Clinton Administration’s interpretation of copyright law would also have regarded as infringement caching of copyrighted digital content that an ISP obtained from external websites to ensure speedier access to popular websites for their customers.

Telecommunications providers and ISPs argued that they were not and should not be liable for infringing transmissions, for infringing files of which they were ignorant, or for caching files from publicly accessible websites.  Sony was the principal opinion supporting the telecom/ISPs’ position.  Caching, for example, may involve the copying of entire works, but Sony made clear that this did not necessarily disqualify a use from being fair.  The content being cached had been made available on the Internet without charge, like the broadcast programs in Sony.  Cached copies enabled personal uses of this content, akin to the time-shifted access in Sony.  There was, moreover, little likelihood of harm to the market for content posted on the open Internet.  To forbid caching as a copyright infringement would, as in Sony, “merely inhibit access to ideas without any countervailing benefit.”

ISPs charged with direct infringement for activities of this sort have invoked Sony as a precedent for holding that non-volitional copying such as automatic copying of digital content transmitted via the Internet should not be infringement.  In CoStar Group, Inc. v. Loopnet, Inc.,
 for instance, the Fourth Circuit rejected CoStar’s direct infringement claim, saying:

While the Copyright Act does not require that the infringer know that he is infringing or that his conduct amount to a willful violation of the copyright owner’s rights, it nonetheless requires conduct by a person who causes in some meaningful way an infringement. Were this not so, the Supreme Court could not have held, as it did in Sony, that a manufacturer of copy machines, possessing constructive knowledge that purchasers of its machine may be using them to engage in copyright infringement, is not strictly liable for infringement.

ISPs can, of course, be held indirectly liable for contributory or vicarious infringement, but liability under these theories “would require a showing of additional elements such as knowledge coupled with inducement or supervision coupled with a financial interest in the illegal copying.”
  The court concluded that the DMCA safe harbors protect ISPs from both direct and indirect liability unless they fail to comply with safe harbor requirements.
  The DMCA sets forth requirements about the notice that must be given to ISPs in order to put them under an obligation to investigate infringing materials stored on their systems.

I.  Search Engines

Sony has also been an important precedent in cases considering liability of search engines which, like ISPs, make digital copies of copyrighted content available on the Internet.  Search engines do so in the course of “spidering” the ‘net in order to prepare indexes or otherwise facilitate users’ access to content for which they are searching.  The DMCA creates another safe harbor for search engines and other information locating tools, which is subject, as with caching and storage of user information, to requirements that such tools block access to infringing materials upon receiving proper notice of illicit content.
  This DMCA safe harbor for search engines is consistent with Justice Stevens’s decision in Sony.
The maker of a specialized search engine for images was challenged as a direct infringer in Kelly v. Arriba Soft Corp.
 because it made thumbnail size copies of digital images posted on the Internet, including those of Kelly, a commercial photographer.  Arriba sent a web-crawler onto the web to look for images to index.  The crawler downloaded full-sized copies of the images onto Arriba’s server and used these copies to generate smaller, lower-resolution thumbnails of the images.
  After creating the thumbnails, the full-sized originals were deleted from Arriba’s server.  Users of Arriba’s search engine could copy the thumbnails onto his computer, but could not increase the resolution of the thumbnail.
Kelly responded to Arriba’s fair use defense by emphasizing, as Justice Blackmun would have, Arriba’s commercial purpose in making the thumbnail copies, the non-productive character of the thumbnails, the copying of the whole of each image, and Arriba’s interference with a potential market for Kelly’s work, namely, licensing the right to make such copies by search engines.
  The Ninth Circuit held, consistent with Sony, that Arriba had made fair use of the digital images.  Although it did not directly invoke Sony, its fair use analysis was consistent with Justice Stevens’s opinion in that case.
  The thumbnail images had, the court ruled, a different function than the images on Kelly’s site and improved public access to them.
  This copying did not stifle creativity or displace the market for Kelly’s images; indeed, the thumbnail images made it more likely that users would go to Kelly’s site and purchase rights to use his images.
  Arriba may have copied the whole image, but given the necessity of doing so to facilitate access, this factor did not cause the use to be unfair.
  Justice Stevens’s analytic framework in Sony, it seems, sometimes has influence, even when the decision is not directly cited.
V.  Conclusion
Of the nearly 50 intellectual property decisions rendered by the Supreme Court during the thirty years that Justice Stevens has served on the Court, none has had, I believe, a more significant economic or social impact than Sony v. Universal.  Had Justice Stevens written no other opinion for the Court than this, he would be rightly remembered for the insightful and generative decision he wrote in Sony.

With the benefit of twenty years of experience, Justice Stevens’s decision in Sony seems remarkably prescient.  Not only did it pave the way for the untrammeled introduction into the market of iPods, MP3 players, digital video recorders, CD ripping software, CD burners, peer to peer technologies, and many others, but confirmed that use of such technologies for private and noncommercial purposes generally does not harm the interests of copyright owners.  The Sony decision helped to promote competition and ongoing innovation in the computer software industry by providing guidance to courts that ruled that unlicensed software developers could reverse engineer computer software for purposes of achieving interoperability among programs.  Add-on software that enhances the experience of users of digital information products also has benefited from the framework for analysis provided by Justice Stevens’s decision in Sony.

But perhaps the most important impacts of Sony have been in mitigating the significance of “non-transformative” copying of whole works made routinely in today’s digital networked environments.  It is impossible to access or use copyrighted works in digital form without making incidental copies of them.  Courts have recognized that to construe each incidental copy as infringement would stretch copyright law too far.  ISPs, the Internet Archive, and Google would have little hope of making plausible fair use arguments for digital copying of many millions of copies of copyrighted works without Sony’s framework of analysis.

The stark differences between the analytical frameworks of Justices Stevens and Blackmun in Sony have continued to play themselves out in the major copyright controversies of the day.  Texaco and MP3.com are examples of decisions in which a Blackmun-style high protectionist analysis prevailed, while Sega and Kelly show that a Stevens-like low protectionist analysis has considerable vitality as well.

The rise of global digital networks and advances in the development of information technologies permitting creative uses and reuses of copyrighted content will almost certainly continue to pose difficult questions for the courts and for legislatures.  Sony provides meaningful guidance about how copyright law should be construed when new technologies pose questions that the legislatures have not anticipated and caselaw does not readily provide clear answers.  In the intellectual property field, this legacy of Justice Stevens is worth celebrating as part of the Fordham symposium.

* Richard M. Sherman Professor of Law and Information Management, University of California at Berkeley.  I am grateful to Abner Greene and his colleagues at Fordham Law School for organizing an excellent symposium on Justice Stevens’s jurisprudence, to Alison Watkins and Jennifer Lane for research assistance, and to Microsoft Corp. for its support for research conducted by scholars of the Berkeley Center for Law and Technology.
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